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BEFORE THE ASSISTANT CONTROLLER OF PATENTS Patent office, Chennai



THE PATENTS ACT, 1970 & THE PATENTS RULES, 2003



In the matter of an application for Patent bearing number 1008/CHE/2006 Titled “Aquasure Iron remover product” Filed by M/s .Eureka Forbes Ltd. In the matter of Section 15 & In the matter of a representation by way of opposition to grant of patent filed U/s 25(1) by M/s Hindustan Unilever Limited.



Present: (1) Mr. S. Majumdar, Patent agent for the Opponent. (2) Mr. Vilas Shetty, Patent agent for the Opponent. (3) Ms. S.Venkataramani of M/sHindustan Unilever Limited. (4) Ms.Varsha Bhargava of M/s Hindustan Unilever Limited. Application Examined by Mr. S.Udhayashankar, Examiner of Patents and Designs.



1. An application for Patent filed by M/s Eureka Forbes Ltd along with a Provisional specification on 9/06/2006 and thereafter a Complete specification was filed on 12/04/2007. A request examination was filed on 19/12/2007 and first 1



examination report was issued on 1/07/2013. A pre-grant representation by way of opposition was filed on 2/11/2007 by M/s Hindustan Unilever limited. The pregnant representation was forwarded to applicant on 05/07/2013. Applicant filed their response to the same on 30/08/2013. 2. Applicant has replied to first examination report with amended claims on 10/09/2013 along with a Form 13 and this office has given due consideration to the reply given by the applicant and a subsequent examination report was issued on 30/05/2014 and the applicant replied on 16/06/2014. However this was not fully satisfied with the reply and a hearing notice u/s 14 was issued to the applicant on 10/12/2014 with the following objections and a hearing was fixed on 21/01/2015. 1. The expression iron remover resin mentioned in the claims is not clear. Further claim 6 is not clear with the expression “by fixing a specific contaminate removal catridge “clarifications are required in this regard. Further iron absorbing media also required clarification. 2. Claim 7 shall be reworded as claim 6 and claim 8 shall be reworded as claim 7. 3. Power of attorney in the name of Mr. Modak is not filed. Patent registration number of Mr.M.K.Techchandani shall be provided. 4. This office has a sent a communication to your address on 12/11/2013 (Ref.no.1008/CHE/2006/MA/010341) requiring your firm to file a high lightened copy of the amended claims and amended description along with the supporting statements/reasons for allowance of amended claims and description in accordance with the provisions of Section 59(1) of the Patents Act, especially in view of the orders issued by the Hon‟ble IPAB (Refer orders OA/4/2009/PT/CH and ORA/17/2009/PT/CH)in which the IPAB clearly clarified that amended claims , even to meet Controllers objection both requirements of Section 59 of the Act i.e.(1) any amendment to claims has to be supported by the description/claims before amendment (2) that the scope of the claims as amended should fall within the scope of the claims in the specification before amendement.In the present case , it is a voluntary amendment and applicant is bound to show the supporting statement/reasons in support of amendments carried out. In view of this applicant shall provide the same for further processing of Form 13 filed by you and further enable this office to proceed with your application as requested. (This office has carefully considered the reply from the applicant dt 16/06/2014 however further Clarification is required for allowance of section 59(1) and therefore objection no: 5 of this office letter dt 30/05/2014 is here by maintained). 3. A notice of pre grant opposition hearing was issued to both applicant and opponents on 11/12/2014 and hearing was fixed on 22/01/2015 at 11 am. However both side learned agents have taken two times adjournment and finally 2



hearing (u/s 25(1) of the Patents Act) was fixed on 11/05/2015 at 11 am and the date was mutually agreed by the learned agents of the applicant and the opponent. Correspondingly hearing u/s 14 was also fixed on the same day at 10 am. The learned agents from the opponents along with the representatives of the opponents attended the hearing proceedings. The learned agents from the applicant(s) side intimated this office vide email on 11/05/2015 that they are not attending the hearing proceedings due to some unavoidable circumstances however they have filed written submission and they have requested this office to take that written submission on record. This office is committed to carry out a fair and just procedure and the request from the learned applicant‟s agent is well considered and written submission is taken on record. 4. Back ground of the Invention: Title as filed was Aqua sure Iron removal product and it has amended to an iron removal water purification apparatus. It is pertinent to briefly describe the back ground of the invention. Certain parts of India like Kolkata, parts of West Bengal, North East region, Orissa are known to contain iron as one of the chemical constituent in water source, particularly ground water. Iron in the water on prolonged consumption is reported to have an effect on human health leading to Haemato chromatosis (damage of tissues due to iron accumulation).Besides, Iron causes so much of inconvenient to house wife when iron is converted from Ferrous (dissolved) to Ferric (un dissolved) form due to oxidation.Undissolved iron is a brown colour precipitate and it stains clothes, sanitary ware, floors, vessels etc. 5. Presence of iron in water may cause taste, staining, and accumulation problems. Because iron and manganese are chemically similar, they cause similar problems. Iron will cause reddish brown staining of laundry, porcelain, dishes, utensils, and even glass ware. Iron deposits build in pipe lines, pressure tanks, water heaters and water softeners. This reduces the available quantity and pressure of the water supply. Iron accumulations become an economic problem when water supply or softening equipment might be replaced. There are associated increased energy costs, like pumping water through constricted pipes or heating water with heating rods coated with iron or manganese minerals. 6. Summary of the Invention (as originally filed) : This invention relates to a water purifier with iron remover attachment for house hold storage type water purifier , consisting of one top container placed upon one bottom container separated by a mid-part, said bottom container provided with a tap for dispensing purified water from the water purifier, said water purifier comprising two stages of purification system; first stage of sediment filtration consisting a particulate filter media, second stage of filtration consists of a sediment filter unit comprising one sediment filter held in alignment with first stage of filtration with the help of sediment filter unit characterised in that a single iron absorbing resin is placed below the particulate filter media for iron removal from water. According to the invention, in the current product a specifically developed single stage iron adsorbing resin is used for 3



removing resin is used for removing dissolved form of iron. The pre formed un dissolved iron is trapped in sediment filters provided at two stages. The water comes out from the Iron remover catridge meats the IS:10500/1991 drinking water specification(0.3mg/ltr max) as total Iron. 7. Principal of Working (as filed): The iron contaminated water to be processed for drinking is poured in to the container. Then the water inside the container starts percolating to the sediment filter wherein all the suspended impurities present in water get filtered. The sediment free water will pass through the Iron remover media by gravity. The dissolved Iron present in water will start adsorbing and precipating .The precipitate gets filtered and remains in the perforated cartridge of Iron remover. The water which comes out of the cartridge is now free from dissolved iron. 7(a) Other than iron removal, contaminates like arsenic, Lead , Fluoride, Nitrates, excess calcium, magnesium also can be removed by the water purifier according to this invention by fixing a specific contaminate removal catridge.In such cases, rest of the filtration process will remain same. 8. Claims as originally filed on 12/04/2007. 1. A water purifier with iron remover attachment for household storage type water purifier type water purifier (100), consisting of one top container (1) placed upon one bottom container (2) separated by mid part (9) , said bottom container provided with a tap(15) for dispensing purified water from the water purifier, said water purifier comprising two stages of purification system; … First stage of sediment filtration consisting a particulate filter media (6) --- second stage of filtration consists of a sediment filter unit comprising one sediment filter (10) held in alignment with first stage of filtration with the help of sediment filter support (11) and provided with a carbon lock filter unit (12) Characterised in that a single iron absorbing resin (7) is placed below the particulate filter media (6) for iron removal from water. 2. A water purifier with iron remover attachment as claimed in claim 1, comprising a further filtration unit consisting one iodinated resin (13) followed by granular activated carbon (14) placed immediately after the second stage filtration unit. 3. A water purifier with iron remover attachment as claimed in claim 1, wherein the particulate filter (6) is made of polypropylene fabric filter. 4. A water purifier with iron remover attachment as claimed in claim 1, wherein the top container (1) is provided with a top lid (4) to cover the container to avoid the entry of the insects and/or any other foreign particles in to the container. 4



5. A water purifier with iron remover attachment as claimed as claimed in claim 1, wherein the top container (1) is comprised of two compartments separated by a lid (8), upper compartment of which acts as raw water storage container. 6. A water purifier with iron remover attachment as claimed in claim 1, wherein the iron remover resin (7) is sealed in a perforated cartridge and the whole cartridge is fixed to the bottom of the iron remover container. 7. A water purifier with iron remover attachment as claimed in claim 1, wherein other than iron removal , contaminates like arsenic, lead , fluoride, nitrates, excess calcium, magnesium can also be removed by the water purifier by fixing specific contaminate removal cartridge in place of the iron remover catridge. 8. A method for iron removal from water wherein the purification of water is achieved in two stages of filtration, characterised in that after first stage of sediment filtration, iron removal is affected by a single stage iron absorbing basin followed by a second stage of sediment filtration and removal of organic compounds by activated carbon granules. 9. A water purifier with iron remover attachment substantially as herein described particularly with reference to the accompanying drawings.



9. Amended Claims filed on 10/09/2013
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10. Amended claims filed on 16/06/2014
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11. Written submission by the learned agent on behalf of applicant is reproduced here with in reply to objections issued in the hearing notice in accordance with Section 14 of the Patents Act. 1. Para 1 : In view of the Learned Controller‟s objections in the claims 6, other than iron removal, contaminates like arsenic, Lead, Fluoride, Nitrates, excess Calcium, magnesium can also be removed by the water purifier according to this invention by fixing a specific contaminate removal cartridge in place of the iron remover cartridge. In such cases, rest of the filtration process will remain same. This specific cartridge will depend on the particular contaminants like arsenic, Lead, Fluoride, Nitrates, excess Calcium, magnesium. On the other hand, In view of the Learned Controller‟s objections the material used in the cartridge is the iron absorbing resin. This has been already stated in claim 5. The iron removing media contains the resin which has been described in specifications as well as claims which does not broaden the claims. Hence you are respectfully requested to reconsider and waive the objection. 2.Para 2 : In view of the Learned Controller‟s objections, this has been noted and the claims have been reworded accordingly. 3. Para 3: This has been noted and will submitted accordingly, 4. Para 4: In view of the Learned Controller‟s objections we have voluntary amended the claims and submit with form 13. This has been necessitates to retype of the specification and claims. What we have amended the specification voluntarily that is based on the subject matter disclosed in the specification at the time of filling. At the time of filling the application the specification has not drafted according to the Patent Act raises in objection by the Learned Controller, therefore to draft accordingly and to define the invention we have drafted the specification. Exactly there is no line/ lines that can be marked or highlighted. This has been necessitates to retype of the specification. Having regard to the above submission it should be clearly evident to person skilled in the art that the subject matter of the revised claims of the instant invention is novel and inventive over the teachings and disclosures.We have defined the claims as well as the specification very carefully to cover all the aspects of the protection being sought at the same time adequately distinguishing the prior art from the claimed invention. What we have voluntary amended the specification and claims that is abide by the provisions of Section 59(1) of the Patents Act, especially In view of the orders issued by the Honourable IPAB (Refer order OA/412009/PT/CH and ORA/17/2009/PT/CH) In which IPAB clearly clarified that amended claims, even to meet Controller objection both requirements of Section 59 of the Act 9



e.(1) any amendment to claims has to be supported by the description/claims before amendment (2) that the scope of the claims as amended should fall within the scope of the claims In the specification before amendment. In view of the above explanation you are respectfully requested to reconsider and waive the objection. 12. The Learned Opponent‟s agent submitted that scheduling a Section 14 hearing in the absence of the Opponent was not correct in view of the evolved legal jurisprudence over the years. The Opponent submitted that though the Act does not specifically state that Section 14 hearing in relation to the application in which a pre grant opposition is pending should be carried out in the presence of the Opponent, the legal jurisprudence on this point has evolved over a period of time and in accordance with the principles of natural justice, the Opponent should be made privy the Section 14 hearing. 13. I have to decide on two issues for further proceedings of this case (1) Whether Opponents were allowed to submit their arguments and submissions during section 14 hearing in case of any amendment‟s carried out during prosecution stage in the Complete specification and Claims? (2) Whether amendments carried out during prosecution stage by the applicant in the description and claims falls within the scope of Section 59(1) of the Patents Act? Allowing Opponent in U/S 14 of the Patents Act Hearing proceedings in case of any amendments carried out in the specification and claims.



14. Learned Opponents agents relied on following important cases which is reproduced herewith more clarity In paragraph 22 and 23 of the UCB Farchim order dated February 8, 2010, the Hon’ble Delhi High Court has stated: Pre-grant opposition is accepted and the grant of patent is refused 22. In the second eventuality where the pre-grant opposition is accepted and the grant of patent is refused by the Controller, although the decision is one taken under Section 25(1), it is in effect a decision relatable to and under Section 15 of the Patents Act. An appeal is provided under Section 117A of the Patents Act against the decision of the Controller under Section 15 of the Patents Act. ------- The question whether an appeal would lie against the refusal by the Controller to grant a patent after accepting the pre-grant opposition under Section 25(1) of the Patents Act did not arise for consideration in J.Mitra & Co. The further question whether such refusal to 10



grant patent would in fact be relatable to Section 15 of the Patents Act also did not arise for consideration. Consequently, there was no occasion for the Supreme Court in J. Mitra & Co. to decide whether in such event an appeal would be available to the applicant for patent before the IPAB. 23. In the considered view of this Court where the grant of patent is refused by the Controller after accepting a pre-grant opposition under Section 25(1) of the Patents Act, the applicant for a patent will have a remedy by way of an appeal to the IPAB under Section 117A of the Patents Act. The refusal to grant patent is in fact relatable to and should be understood as an order by the Controller under Section 15 of the Act which order is in any event appealable to the IPAB under Section 117A. The Opponent submitted that in the instant case, the Hon‟ble High court had underscored the fact that a refusal to grant of patent application under Section 25 (1) is akin to refusal under section 15. It was submitted that the Hon‟ble High Court had thereby indicated that the two provisions under Section 15 and Section 25(1) needs to be merged while deciding the grant of a patent application particularly in such cases wherein the application is likely to be refused based on the Representation under Section 25(1). The Opponent further submitted that when an appeal is filed under Section 117A under section 15 in view of refusal of application under Section 25(1), the parties privy to the Section 25(1) hearing would also be made party to the appeal. Thus the Hon’ble Delhi High Court had set out that in any hearing with regards to an application under pregrant opposition, both the parties (Applicant and Opponent) should be provided an opportunity to place their pleadings as also hear the submissions of each other. a.



The Hon’ble Bombay High Court while upholding the said principle had in a order dated October 8, 2013 in Tata Chemicals Ltd Vs Union of India stated:



After taking into consideration the rival submissions, in our view, prima facie case is made out for grant of interim relief by the Petitioner. ------It is alleged that no hearing was given to the Petitioner when the amendment applications were allowed and even thereafter the Petitioner was not given an opportunity of being heard in respect of the said four amendment applications. It is an admitted position that after 13/12/2011, no further hearing has been given to the Petitioner. Office of Respondent No.3 wrote a letter dated 24/12/12 and para 1 and 2 of the said letter it has been mentioned as under:-
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After this communication, Respondent No.4 was permitted to file an additional affidavit of Professor S.P. Deshmukh. No further hearing has been given to the Petitioner. No opportunity was given to the Petitioner to make their submissions either on additional affidavit filed by Respondent No.4 or on the amendments which were allowed by Respondent No.3. Admittedly, no hearing was given to the Petitioner before the applications for amendment were allowed. In our view, therefore, prima facie, there is clear breach of the principles of natural justice and, as a result, the said order would stand vitiated on that ground. -----In the present case, after 13th December, 2011, further hearing was given to the applicant. They were permitted to rely on additional affidavit, however, no opportunity was given to the Petitioner to give their say and they were not heard. Similarly on the two crucial amendments viz (ii) and (iv), no opportunity was given to the Petitioner to give their reply nor were they heard. Ratio of these judgments, therefore, would squarely apply to the facts of the present case and, therefore, in our view, prima facie there is clear breach of principles of natural justice. The Opponent submitted that in the Bombay High court case, the Ld Controller had subsequent to a pregrant opposition hearing provided the Applicant a hearing under section 15 without intimating the Opponent. Based on Applicant‟s submissions in Section 14/15 hearing, the applicant proceeded to grant. The Opponent therein filed a Writ Petition at the Bombay High Court, subsequent to which the Hon‟ble Bombay High Court set aside the grant of the Patent. In the Special Leave petition filed by the Applicant, the Hon’ble Supreme Court also set aside the Order passed by the Ld Controller and stated: The matter is remanded back to the Joint Controller of Patents and Designs at Mumbai for fresh decision on the application made by the appellant for grant of patent after giving opportunity to the respondent no.1 to file reply and giving an opportunity of hearing to both the party on all the issues, including the amended application made by the appellant”. Thus the Supreme Court order also indicated that in case a hearing is scheduled for a patent application for which a pre-grant opposition is filed, an opportunity of hearing should be given to both the parties on all issues. (order dt 17th April 2014 in the special leave petition (SLP)no:7832-7833 HUL vs. Tata Chemicals , as indicated in the decision dt 30/09/2014 issued by the Joint Controller of Patents in the matter 917/MUM/2006) 15. The Opponent submitted that in the instant case also a pre-grant opposition has been filed by the Opponent subsequent to which the Applicant has amended the specification as well as claims. Further the documents cited by the Opponent and the grounds under which the Opposition has been filed is similar to that cited by the Ld Controller. The Opponent therefore 12



respectfully submitted that in view of the above decisions and the Principles of natural justice, the Opponent should be given an opportunity to be present in the Section 14 hearing. 16. In addition to the above I have perused to some of case laws referred in above mentioned orders In Ravi S. Naik v.Union of India (1994 Supp.(2) SCC 611) challenging the disqualification order passed by the Speaker of the Goa assembly, it was urged that reasonable opportunity was denied in as much as sufficient time was not granted to respondent. Further it was urged that the Speaker has referred to certain extraneous materials and circumstances, namely the copies of the newspapers that were produced at the time of hearing and the talks which the Speaker had with the Governor and had denied to the petitioner an opportunity to adduce evidence. Noticing the Principles of natural justice, the decision of this Court in Kihoto Hollohan case(Kihoto Hollohan vs Zachillhu,1992 Supp.(2)SCC 651), Maneka Gnadhi v.Union of India (1978)1SCC 248), Union of India v.Tulsiram Patel {(1985) 3 SCC398} and reiterating that an order of an authority exercising judicial or quasi-judicial functions passed in violation of the principals of natural justice is procedurally ultra vires and therefore , suffers from a jurisdictional error and that is the reason why inspite of finality under paragraph 6(1) of the Tenth Schedule, such a decision is subject to judicial review on the ground of non-compliance with the rules of natural justice, it was said that ( Ravi S. Naik v.Union of India 1994 Supp (2) SCC 641), SCC p.653,para 20). But while applying the principals of natural justice, it must be borne in mind that “they are not immutable but flexible” and they are not cast in a rigid mould and cannot be put in a legal strait –Jacket.Whether the requirements of natural justice have been complied with or not has to be considered in the context of the facts and circumstances of a particular case”. The question to be asked in the ultimate analysis would be whether the person aggrieved was given a fair deal by the authority or not? Could a reasonable person under the circumstances in which tribunal was placed , pass such an order? Answer to these questions would determine the fate of the case”. 17. I have given due consideration the following judgement issued by the Hon‟ble Supreme Court Opposition to Pre grant of patent under sub section (1) is wider than opposition to Post grant of Patent under subsection (2) of Section 25 as the latter is available only to a person interested (person aggrieved).J.Mitra and Co. Pvt.Ltd. v. Assistant Controller of Patents and Designs, 2008 (10) SCC 368 : 2008 . 18. I have given due consideration to the Judgment issued by the Hon’ble Hight Court of Delhi in the case WP(C) 687/2015 and CM No.1222/ 2015 .(Gilead Pharmasset,LLC v.Union of India &Anr) For the sake of clarity relevant paragraphs of the judgement is reproduced here with
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6. Therefore, in my view, the better course of action, which could have been followed by respondent no.2, in the facts of this case, would have been to issue notice in the applications filed under Section 25 of the Act, and thereafter, proceed to grant hearing both, in the proceeding under Section 14 and 25 of the Act. Such a procedure would have not only saved respondent no.2, time and effort, but would have also, kept at bay, the allegations of bias. 7. Having regard to the aforesaid circumstances, the impugned order is set aside. The matter is remanded for a fresh decision by respondent no.2. Respondent no.2 shall, accordingly, fix a date of hearing both for Sections 14 and 25 proceedings. In this behalf, he shall issue notice in all pending applications under Section 25 of the Act, and those that may be filed hereafter. Respondent no.2 will send written communication in this respect to all concerned parties including the petitioner. Respondent no.2 shall also ensure that all concerned and affected parties are given access to the objections and material filed by their opponents. 19. In the instant application, I have not issued hearing notice u/s 14 of the Patents Act to the opponent and as it was between the applicant and the Patent office. However the Learned agent for the Opponent at the time of the hearing proceedings pleaded before me for attending the hearing proceedings u/s 14 of the Patents Act also, as there were amendments were carried out by the applicant during patent prosecution stage and the learned agent for the opponent placed relevant cases before me. It is submitted by the learned agent for the Opponent that when a representation is filed and a notice is served upon the Applicant by the Ld Controller under Rule 55(3), then the Opponent becomes an interested party in such application. Thus taking into consideration principles of Natural justice, an interested party i.e. Opponent should be given an opportunity to provide pleadings with regards to the amendments which is likely to affect the scope of the invention. On my keen observation as the legal jurisprudence is evolving, it is to be noted that intention of the legislature is very clear that by introducing the pregrant representation in the Patents Act, the legislature is aiming to grant a good patent and of course the pre grant representation is an aid for the Patent office in the proceedings in the application. It is evident that not only Patent office objections but pregrant representation also might have induced the applicant to amend their specification as well as claims. So it is better to provide a hearing opportunity to opponent as well in order to full fill the intention of the legislature in a fruitful manner in case of a technical amendment. After relying on the judgements brought before me and on my own findings , I am also convinced that it is better to provide opportunity of hearing in accordance with Section 14 of the Patents Act to the Opponent as well in case of an amendment carried out in the Complete specification and Claims along with the hearing proceedings in accordance with Section 25(1) of the Patents Act in case of pre grant opposition in order uphold transparent proceedings before a quasi-judicial authority, 14



provided the opponent parties in the proceedings request before the hearing officer their interest/desire for attending the hearing proceedings u/s 14 of the Patents Act. In view of the above, I have allowed the learned agent of Opponent to argue on the amendment‟s carried out in the Complete Specification and Claims during the prosecution stage. 20.Allowance of amendment’s during prosecution state in accordance with the Section 59(1) of the Patents Act. Opponents arguments The Learned agent for the Opponent submitted that in view of the objections by the Ld Controller in the FER as well as in the representation, the Applicant has amended the title to “An Iron Removal Water Purification Apparatus” so as to remove the word “AQUASURE”. The opponent further submitted that the Applicant has amended the claims specifically the preamble of the claims so as to remove the wording “Iron Remover Attachment” particularly to overcome any objection in relation to the word “Attachment”, thereby seeking to overcome the Section 3(f) objection. It is further submitted that on August 30, 2013 the applicant had amended the claims and also made extensive changes in the specification as may be noted from the change in page numbers. The as filed complete specification was about 11 pages whereas the amended complete specification is about 25 pages. The justification given by the applicant for amending the specification as provided in the Applicant‟s communication to the Patent Office dated June 13, 2014 states that the specification was not drafted according to the Patent Act. The Applicant has further stated in the communication dated June 16, 2014 that: “Exactly there is no line/lines that can be marked or highlighted. This has been necessitated to retype of the specification”. Form 13 dated September10, 2013, states the reason for amendment as follows: “To define the invention more clearly and sufficiently. The Learned agent for the Opponent submitted that the Applicant has through the said amendments sought to amend the preamble of claim 1 as well as the Characterizing portion in a manner so as to broaden the scope of the claim 1. To the Ld Controller‟s query as to under which provisions of Section 25 (1), submissions are made in relation to the amendments, it was submitted that amendments made in specification /claims are likely to broaden the scope of the claimed invention and in such cases, the representation is likely to become infructuous. 20.1 A comparative analysis of the as filed claim 1 and the amended claim 1 is provided hereinafter to show that the applicant has broadened the scope of the claims.
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Sr As filed No. 1 Preamble: A water purifier with iron remover attachment



Amended



Observations



Preamble: The as filed claims clearly A water indicate the water purifier purification makes use of an iron remover attachment whereas the apparatus preamble of the amended claims does not make any reference to the iron remover attachment. for household storage for household type water purifier storage type (100), consisting which comprises: of one top container (1) (i) one top placed upon one container (1) bottom container (2) placed upon one separated by a mid bottom container part (9), (2) separated by a mid part (9) having; said bottom container Has been made point (iv) in provided with a tap amended claim 1 (15) for dispensing purified water from the water purifier, said water purifier comprising two stages of purification system : -first stage of (ii) first stage sediment filtration sediment filtration consisting a particulate unit consist of a filter media (6) particulate filter media (6); -- second stage of (iii) second filtration consists of a stage of filtration sediment fitter unit unit consists of a comprising one sediment fitter sediment filter (10) unit comprising held in alignment with one sediment first stage of filtration filter (10) held in with the help of alignment with sediment filter support first stage of (11) and provided with filtration with the a carbon block filter help of sediment unit (12) filter support (11) 16



characterized in that a single iron absorbing resin (7) is placed below the particulate filter media (6) for iron removal from water.



2



Claim 6: A water purifier with iron remover attachment as claimed in claim 1, wherein the iron remover resin (7) is sealed in a perforated cartridge and the



and provided with a carbon block filter unit (12); (iv) said bottom container provided with a tap (15) for dispensing purified water from the water purifier, said water purifier comprising two stages of purification system: characterized in that the iron remover media is filled in the separate cartridge which is fitted to the container.



Claim 5: A water purification apparatus for household storage types as claimed in claim1, wherein the iron remover 17



Point (iv) of amended claim 1 refers to two stages of purification system, but does not specifically indicate what those stages are.



 It may be noted that the claim has been amended from “iron absorbing resin” to “iron remover media”.  Further in the amended claim reference is made to a “separate cartridge”.  The amended claim further refers to the filling of the iron remover media in a separate cartridge whereas the as filed claims do not make reference to the filling.  In the amended claim the placement of the “iron remover media” is mentioned as “Fitted to the container” whereas in the as filed claims the “iron absorbing resin” was placed below the “particulate filter media”. Thus the positioning of the iron remover media is also changed.  In the amended claim, the perforated cartridge can be fixed on any side of the container whereas in the as filed claim, it was specifically fixed to the bottom of the container.



whole cartridge is fixed to the bottom of the container.



3



Claim 8: A method for iron removal from water wherein the purification of water is achieved in two stages of filtration, characterized in that after first stage of sediment filtration, iron removal is effected by a single iron absorbing basin followed by second stage of sediment filtration and removal of organic compounds by activated carbon granules



resin is sealed in a perforated cartridge and the whole cartridge is fixed to the container. Claim 8:  The preamble is A method for changed. purifying water by using the water purification apparatus as claimed in claim 1 in which by achieved in two stages of filtration,  It may be noted that the characterized in claim has been amended that after first from “iron absorbing resin” stage of sediment to “iron absorbing media”. filtration, iron removal is effected by a single iron absorbing media followed by second stage of sediment filtration and removal of organic compounds by activated carbon granules.



In view of the above, it was submitted that the scope of claim 1 and claim 6 has been broadened and the applicant has through the mentioning of the term “iron remover media” has sought to introduce a new feature into the claim 1. Thus the applicant through the introduction of the term “iron remover media” sought to claim a water purifier for removal of iron through any of the means possible including those means for which disadvantages have been mentioned in the amended specification. 1.



It was further submitted that various means/techniques for removal of iron from water are well known in prior art and the same has been acknowledged by the applicant in the specification. Thus the usage of the term “iron remover media” impliedly indicates the usage of any of the known technique for iron removal such as ion exchange, oxidation, reacting with polyphosphate whereas the usage of the term “iron absorbing resin” in the claims as filed clearly indicate that the applicant’s alleged invention 18



2.



3.



4.



5.



specifically uses iron absorbing resin for iron removal. It was therefore submitted that the applicant has sought to broaden the scope of the claims as filed by introducing the word “iron remover media” instead of “iron absorbing resin” in the amended independent claim 1. It is submitted that such amendments in the claims are in contravention of Section 59 of the Patents Act and therefore should not be allowed. With further reference to the comparative table of the as filed vis-à-vis the amended claims, it was submitted that in the remaining claims also, the preamble has been amended due to which the scope of the claims has been broadened. The Applicant in its response dated June 13, 2014 to the Second Examination Report stated: What we have amended the specification voluntarily that is based on the subject matter disclosed in the specification at the time of filing. At the time of filing the application, the specification has not drafted according to the patent act, therefore to draft accordingly and to define the invention we have drafted the specification. Exactly there is no line/lines that can be marked or highlighted. This has been necessitated to retype of the specification. The Opponent submitted that as per Section 57 read with Section 59 (1) of the Patents Act, amendment of a complete specification or claims shall be allowed only if it is made by way of disclaimer, correction or explanation. The applicant‟s response in the Communication dated June 13, 2014, Reply statement and in Form 13 clearly indicate that the amendments sought to be made by the Applicant in the specification/claims having not been made for any of the above mentioned reasons provided in the Patents Act, but to define the invention clearly and sufficiently. It was respectfully submitted that the amendments made by the applicant in the specification and claims are in contravention of the provisions provided in the Patents Act and hence should not be allowed. Page 6 of the complete specification as filed states: The cartridge is used for 3000 ltrs of water with an input of 4 ppm (as total iron) the water after Iron remover will be clear, Thus the complete specification as filed had indicated that specific amount of water with the specific concentration of iron impurities can be purified. In the amended specification, the above lines have been deleted, thereby implying that the iron remover media can be used for removal of iron (containing any amount of iron concentration) from unlimited quantity of water. The opponent therefore submits that the amendment in the specification amounts to describing of matter which was not disclosed in the as filed specification and is therefore in breach and in contravention of the provisions of Sections 57 and 59 of the Patents Act. 20.2Case Laws for deciding on Allowance of Amendments



6.



The Opponent relied on the below mentioned case laws and submitted that the amendments should not be allowed a. In Order no. 140/2012, the Intellectual Property Appellate Board has stated:
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29. In Bonzel (T.) and Anr. v. Intervention Limited and Anr. (No.3) [1991] RPC 553 at page 574 the well known test for deciding if new matter has been added has been set out clearly. According to this “The task of the court is threefold: (1) To ascertain through the eyes of the skilled addressee what is disclosed, both explicitly and implicitly in the application. (2) To do the same in respect of the patent as granted. (3) To compare the two disclosures and decide whether any subject matter relevant to the invention has been added whether by deletion or addition. The comparison is strict in the sense that subject matter will be added unless such matter is clearly and unambiguously disclosed in the application either explicitly or implicitly.” [Emphasis added} Further the Court of Appeal in A. C. Edwards Ltd. V. Acme Signs & Displays Ltd [1992] RPC 131 quoted from the decision of the EPO Technical Board of Appeals in Thomson-CST (T151/84) [1998] E.P.O.R. 29 as follows ( emphasis added ): “3. In order to determine whether or not the modification made to a claim extends the subject-matter of the patent application beyond the contents of the application as filed, it is necessary to find out whether the resulting overall modification to the contents of the application (whether by addition, modification or withdrawal) is such that the information presented to the skilled man is not derived directly and unambiguously from that which the application contained previously, even taking account of the elements which are implicit to the skilled man (Guidelines for Examination at the EPO, C-VI, 5.4).In other words, it is necessary to find out whether the new claim presented is supported by the original description. 3.1 In the case in point, the important thing is therefore not that a logical analysis of the text be carried out in order to determine whether or not the initial intention of the applicants was to limit the protection claimed to the particular combination of characteristics described and represented, but rather that it be discovered whether the skilled man reading the patent application as filed would consider that the characteristic under discussion, namely the presence of permanent magnets, is or is not a characteristic which is indispensable to the operation of the device described in the application.” 30. As Whitford J observed in Polymer Corporation‟s patent [1972] RPC 39 at 45: “Explanation means making plain or making clear.” “It can make the ambiguous clear, but not the insufficient sufficient. It is therefore a question of fact in each case as to the information contained in the original specification and it requires to be further explained. The essence of explanatory amendments are in that they often make explicit what is clearly implicit to a fair minded and properly instructed person reading the document carefully as a whole, but might not be so clear in the more casual or biased reader. They are made for the avoidance of doubt, even an unreasonable doubt. The 20



amendments shall be in a sense of the kind which is otherwise unnecessary.” 31. If we see the purpose of amendments under section 57 (6) and the limitation imposed on the amendments under section 59 we find that it is necessary, in our view to take into consideration the following: 1.Does Section 57(6) permit an applicant to file an application which is defective in its description of the invention in order that he may subsequently make good that defect by providing additional further descriptive material? 2. Are all the routes for amending defects, subject to Section 59? 3. Does even refining of description in the specification by way of explanation be held to be an amendment to cure the deficiencies that are not permissible under section 59? 32. In considering the whole question of discretion in respect of amendments under section 57 (6) in the present case it is also necessary, in our view to take into consideration the nature and extent of amendment, when they are primarily for explanation and it is in public interest to allow them, in absence of very compelling reasons to the contrary. However these amendments in any case cannot be stretched beyond the limitations imposed by section 59. The purpose of Section 57(6) is not to permit an applicant to file an application which is defective in its description of the invention in order that he may subsequently make good that defect by providing additional further descriptive material. 33. When we apply the above tests relating to the amendment to the present case we find all the matter which was added during the prosecution of application was not merely explanatory as additional elements such as ----- were added. These elements were not disclosed in the specification even implicitly. Additional drawings relating to additional matter were also filed to support the claims for these elements. We find that effect of the added matter in the specification and claims is such that it described the matter not in substance disclosed or shown in the specification before the amendment. Further amended claims 1-20 do not fall wholly within the scope of the claims 1-4 as originally filed. We are convinced that amendments carried out during the prosecution of the application in the specification, drawings and claims extend the scope of disclosed matter and claims, which is particularly prohibited by Section 59. The applicants therefore succeed in proving that new matter has been added by the Respondent 1 during the prosecution of the application which was allowed by Respondent 2. The Respondent 2 ought to have sought for explanation from the Respondent 1. Respondent 2 ought to have applied his discretion more cautiously and judiciously under section 57(6), especially when there are large scale amendments as in the present case. Therefore, we are constrained to set aside the amendments allowed during prosecution of the application. The Opponent therefore submitted that even though the Applicant amends the Application under Section 57 (6) at the instance of the Ld Controller, such
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amendment should be within the limitations provided under Section 59 of the Patents Act. b. In Order no. 189/2012, the Intellectual Property Appellate Board has stated: 65. The counsel relied on the following Judgments/Case Laws (a) Smith Kline & French Laboratories Limited vs. Evans Medical Limited - 1989 (1) Fleet Street Reports 561 The principles in respect of law on amendment of specification/claims have been enunciated in the above mentioned case in para 2 at page 569 as under: "The discretion as to whether or not to allow amendment is a wide one and the cases illustrate some principles which are applicable to the present case. First, the onus to establish that amendment should be allowed is upon the patentee and full disclosure must be made of all relevant matters. If there is a failure to disclose all the relevant matters, amendment will be refused. Secondly, amendment will be allowed provided the amendments are permitted under the Act and no circumstances arise which would lead the court to refuse the amendment. Thirdly, it is in the public interest that amendment is sought promptly. Thus in cases where a patentee delays for an unreasonable period before seeking amendment, it will not be allowed unless the patentee shows reasonable grounds for his delay. Such includes cases where a patentee believed that amendment was not necessary and had reasonable grounds for that belief. Fourthly, a patentee who seeks to obtain an unfair advantage from a patent, which he knows or should have known should be amended, will not be allowed to amend. Such a case is where a patentee threatens an infringer with his unamended patent after he knows or should have known of the need to amend. Fifthly, the court is concerned with the conduct of the patentee and not with the merit of the invention. " b. Bristol-Myers Co. (Johnson & Hardcastle's) [1974] RPC 389 ------ The reasoning, ratios and precedents cited in this case to arrive at the said conclusions clearly suggest that the amendments sought in the present case are liable to be rejected. Few of such reasoning/ratios are reproduced as under: At page 400, para 2 it is observed as under: "Lord MacDermott quotes from the speech of Lord Westbury in the Ralston case and refers in particular to a passage where Lord Westbury said: (see Lord MacDermott's speech, page 66, line 41): "But it was never intended that you should convert a bad specification in the sense of its containing no description of any useful invention at all into a good specification by adding words that would convert what has been properly called in the court below a barren and unprofitable generality into a specific and definite and practical description. It is quite clear that, if that could be done. you would have an opportunity of introducing into a bad patent which contained no useful invention whatever. some discovery that might be developed by further experiment, and which was altogether unknown at the time of the original specification, and not at all included in the description 22



contained in it ", and later “...the statute never contemplated that the patentee should have the power. under the form of a disclaimer, of making material additions to the original specification, so as bv the aid of the corrected form of words. and the additions so made. to introduce into the specification an accurate and perfect description of an invention which you seek for in vain in the original specification." At the same page, it was further observed as under: "He also cited a passage from a decision of Mr. Justice Luxmoore in Eveno's Patent (1932) 2 Ch. 167, where Luxmoore, J. said: "Can it be said that any amendment which in fact results in a narrower claim than that originally put forward is by way of disclaimer? In my judgment, it is necessary to consider not whether the amended claim is narrower or more restricted than the original claim, but whether it covers something not claimed or suggested as constituting the original invention, or part of the original invention. If it does. then it seems to me that the amendment can only properly be described as covering a fresh claim, and it would be an abuse of language to say that such a claim arose owing to amendment by way of disclaimer.” In para 4 at page 402, it is held as under: "It is plain that the present case differs in certain important respects from AMP Inc. v. Hellerman Ltd. By this amendment the applicants are not seeking to limit a construction by adding a further feature. They are seeking to discard one form of starting material, and that not because they want to give it up because they want voluntarily to relinquish this part of a properly claimed monopoly, but because they must exclude the hydrated salt if " their patent is to stand valid. I do not think this is truly disclaimer. 73. -----. Respondent 1 disallowed these amendments stating that the amendments in claims are „not fairly supported by description and requires addition of new subject matter‟. We are convinced that the amendment of claims is not permissible but for the different reason that the amended claims would not fall wholly within the scope of a claim of the specification before the amendment as required under section 59. We however affirm his decision for the reason stated above.



7.



The Opponent submitted that in the instant case also the Applicant has sought to amend the claims and the reason provided in Form 13 by the Applicant for such amendments is “To define the invention more clearly and sufficiently”, thereby indicating that the invention was insufficiently described in the invention. As may be noted from the cited case laws such amendments are not allowable under Section 59 of the Act. It was therefore submitted that the amendment sought by the Applicant in the specification and the claims broaden the scope of claims which are in contravention of section 59 of the Patents Act and should not be allowed. 20.3.The Learned agent for the Opponent submitted a comparison chart of the claims amendment at the time of hearing which is reproduced here with for the sake of clarity 23
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21. Applicants argument In view of the Learned Controller‟s objections we have voluntary amended the claims and submit with form 13. This has been necessitates to retype of the specification and claims. 25



What we have amended the specification voluntarily that is based on the subject matter disclosed in the specification at the time of filling. At the time of filling the application the specification has not drafted according to the Patent Act raises in objection by the Learned Controller, therefore to draft accordingly and to define the invention we have drafted the specification. Exactly there is no line/ lines that can be marked or highlighted. This has been necessitates to retype of the specification. Having regard to the above submission it should be clearly evident to person skilled in the art that the subject matter of the revised claims of the instant invention is novel and inventive over the teachings and disclosures. We have defined the claims as well as the specification very carefully to cover all the aspects of the protection being sought at the same time adequately distinguishing the prior art from the claimed invention. What we have voluntary amended the specification and claims that is abide by the provisions of Section 59(1) of the Patents Act, especially In view of the orders issued by the Honourable IPAB (Refer order OA/412009/PT/CH and ORA/17/2009/PT/CH) In which IPAB clearly clarified that amended claims, even to meet Controller objection both requirements of Section 59 of the Act e.(1) any amendment to claims has to be supported by the description/claims before amendment (2) that the scope of the claims as amended should fall within the scope of the claims In the specification before amendment. In view of the above explanation you are respectfully requested to reconsider and waive the objection. 22.My Analysis Hon‟ble IPAB has clearly clarified that “If we see the purpose of amendments under section 57 (6) and the limitation imposed on the amendments under section 59 we find that it is necessary, in our view to take into consideration the following: 1.Does Section 57(6) permit an applicant to file an application which is defective in its description of the invention in order that he may subsequently make good that defect by providing additional further descriptive material? 2. Are all the routes for amending defects, subject to Section 59? 3. Does even refining of description in the specification by way of explanation be held to be an amendment to cure the deficiencies that are not permissible under section 59? Further the Hon‟ble Board clearly clarified that “The purpose of Section 57(6) is not to permit an applicant to file an application which is defective in its
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description of the invention in order that he may subsequently make good that defect by providing additional further descriptive material”.



As stipulated by the Patents Act following four conditions to be satisfied for passing amendment’s in accordance with Section 59(1) of the Patents Act. (1).The amendment can only be by the way of disclaimer, correction and explanation. (2).No amendment shall be allowed except for this purpose of incorporation of actual fact. (3).Amendment, the effect of which would be that of the specification as amended would claim or describe the matter not in substance disclosed or shown in the specification before the amendment, shall not be allowed. (4).Amendment, the effect of which would be that any claim as amended would not fall wholly within the scope of a claim of the specification before the amendment, shall not be allowed. As the applicant is entitled to get exclusive right, to my considered opinion that applicant is duty bound to show the Patent office that they are satisfying the conditions as stipulated in accordance with Section 59(1) of the Patents Act. However applicants have not taken their earnest effort to prove the same even though opportunities have been given to them by second examination report and hearing notice. Rather their reply to those amendments carried out is not satisfactory to this office. Initial claim 1 is for an A water purifier with iron remover attachment and later on it is amended to A water purification apparatus and there is no indication of iron remover attachment and the as filed Complete specification was about 11 pages whereas the amended complete specification is about 25 pages. Applicants himself stated that “At the time of filling the application the specification has not drafted according to the Patent Act raises in objection by the Learned Controller, therefore to draft accordingly and to define the invention we have drafted the specification. Exactly there is no line/ lines that can be marked or highlighted. This has been necessitates to retype of the specification”. I am relying on the orders issued by the Hon‟ble IPAB 1.OA/4/2009/PT/CH (ORDER NO:189/2012) of The Hon’ble IPAB: Amended claims are beyond the scope of the claims as originally filed specifically in view of the additional elements and amended claims were not allowed. 2.ORA/17/2009/PT/CH and ORA/31/2009/PT/CH (ORDER NO:140/2012 The Hon’ble IPAB: “We are convinced that amendment’s carried out during the prosecution of the application in the specification , drawings and claims extend beyond the scope of disclosed matter and claims which is particularly prohibited by Section 59”.
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Based on the all the aforementioned arguments and submissions presented by learned agent for the opponent and submissions made by the learned agent for the applicant and Decisions issued by the Hon‟ble IPAB and my own analysis, I have concluded that the amendments carried out during prosecution stage in the complete specification and claims goes beyond the scope of section 59(1) of the Patents Act and that amendments are not allowed. 23. In view of the above mentioned findings, I decided to proceed further with the claims as originally filed and for better clarity claims as filed are reproduced herewith. Claims as originally filed on 12/04/2007. 1. A water purifier with iron remover attachment for household storage type water purifier type water purifier (100), consisting of one top container (1) placed upon one bottom container (2) separated by mid part (9) , said bottom container provided with a tap(15) for dispensing purified water from the water purifier, said water purifier comprising two stages of purification system;



… First stage of sediment filtration consisting a particulate filter media (6) --- second stage of filtration consists of a sediment filter unit comprising one sediment filter (10) held in alignment with first stage of filtration with the help of sediment filter support (11) and provided with a carbon lock filter unit (12) Characterised in that a single iron absorbing resin (7) is placed below the particulate filter media (6) for iron removal from water. 2. A water purifier with iron remover attachment as claimed in claim 1, comprising a further filtration unit consisting one iodinated resin (13) followed by granular activated carbon (14) placed immediately after the second stage filtration unit. 3. A water purifier with iron remover attachment as claimed in claim 1, wherein the particulate filter (6) is made of polypropylene fabric filter. 4. A water purifier with iron remover attachment as claimed in claim 1, wherein the top container (1) is provided with a top lid (4) to cover the container to avoid the entry of the insects and/or any other foreign particles in to the container. 5. A water purifier with iron remover attachment as claimed as claimed in claim 1, wherein the top container (1) is comprised of two compartments separated by a lid (8), upper compartment of which acts as raw water storage container.
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6. A water purifier with iron remover attachment as claimed in claim 1, wherein the iron remover resin (7) is sealed in a perforated cartridge and the whole cartridge is fixed to the bottom of the iron remover container. 7. A water purifier with iron remover attachment as claimed in claim 1, wherein other than iron removal , contaminates like arsenic, lead , fluoride, nitrates, excess calcium, magnesium can also be removed by the water purifier by fixing specific contaminate removal cartridge in place of the iron remover catridge. 8. A method for iron removal from water wherein the purification of water is achieved in two stages of filtration, characterised in that after first stage of sediment filtration, iron removal is affected by a single stage iron absorbing basin followed by a second stage of sediment filtration and removal of organic compounds by activated carbon granules. 9. A water purifier with iron remover attachment substantially as herein described particularly with reference to the accompanying drawings.



During hearing, the learned agent for the opponent given stress to four grounds only and in view of this, I am dealing with those grounds such as lack of novelty, lack of inventive step, not an invention in accordance with section 3(f) of the Patents Act and insufficiency in disclosure.



24. Opponents submitted following documents for proving lack of novelty and inventive step. 1.IN195421 (Herein after referred as REP1) discloses a water purifier cartridge for use in gravity feed water purification devices comprising : a top filtration unit comprising a carbon block filtration means, a releasably secured sediment filter adapted to selectively externally surround said carbon block without contacting the latter: A bottom filtration unit operatively connected to said top filtration unit comprising a disinfection means, said disinfection means and a means for passage of treated water ahead thereof adapted to ensure contact there between the said water flowing from said top filtration unit with said disinfection means and post control contact residual time to ensure desired purification during the passage of water there through. 2. US5922378 (Herein after referred as REP 2) provides a water filtration vessel of the type having an upper reservoir for receiving tap water, a lower reservoir for storing filtered water and a filter-retaining passageway connecting between the upper and the lower reservoirs, further having a dispenser, mounted in communication with the lower reservoir for controllably adding a prequantified amount of a comestible additive to the filtered water. 29



3.Lewatit ® TP 207 (Herein after referred as REP 3) ( Sybron Chemicals Inc. a Bayer Company, Edition 04/03a) Lewatit TP207 is a premium grade weakly acidic , macroporous –type ion exchange resin with chelating iminodiacetate groups for selective removal of heavy metal cations from weakly acidic to weakly basic solutions.Divalent cations are removed from neutralised waters in the following order: copper> vanadium (VO)> URANIUM (UO2) >lead> nickel > zinc > cadmium > iron ( divalent) > beryllium > magnese > calcium > magnesium > strontium > barium > sodium. 4. Iron removal from tap water by a cation exchanger (Here in after referred as REP 4) (Desalination 94(1994) 243-249, Elsevier Science B.V., Amsterdam) by E. Korngold, The institutes for Applied Research, Ben- Gurion University of the Negev) discloses removal of iron from tap water at pH 6.0 -7.3 was performed with an ion – exchange resin (Lewatit TP207) with a chelating iminodiacetic acid group. More than 90% of the iron was removed by passing the water through the resin at a flow rate of 200 bed volumes per hour. The capacity of the resin for divalent iron was 25-30 g/l resin. The regeneration of the resin was carried out with 2 N HCL. A new commercial resin (Lewatit TP-207) with an iminodiacetic acid group was used in this study to successfully remove dissolved divalent iron from tap water. The resin has a higher selectivity for the divalent iron present in the water at a low concentration (1-6 ppm) than for the calcium and magnesium present in the tap water in relatively high concentrations ( 70 and 35 ppm, respectively). More than 90% of the iron dissolved in water was selectively removed when the flow rate of the water was resin bed volumes per hour. 5. US 5,562,824 ( here in after referred as REP 5) discloses a gravity percolation water purifier assembly. The assembly includes a covered storage container having a dispensing spigot. A flanged filtration chamber is supported beneath the cover to receive untreated water. A porous filter cartridge is sealed to an outlet port. A purifier cartridge is threaded to the outlet port and supports multiple fibrous spacers and treatment chambers containing beds of treatment media, including a multi-valent iodine media, granular activated carbon, and a halogen scavenger media. In one purification cartridge, water passes from multiple inlet ports at an inlet bore through adjoining concentric chambers and to the storage container via outlet ports at the periphery of the purifier cartridge. 6. US4978449 (herein after referred as EV1) discloses a home water purifier which includes a column of beads of ion exchange material and a column of grains of activated charcoal, which is of low cost construction. The filter includes a housing (26, FIG. 2) with a vertically-extending chamber having an air outlet at the top, a water inlet (46) at the middle, and a water outlet at the bottom. A mass (60) of activated charcoal grains lies in the lower portion of the chamber to remove impurities, and a mass (56) of ion exchange beads lies above the charcoal but below the water inlet to remove heavy metals. An air passage (64) formed along the upper 30



portion of the chamber holds a retainer (66) of open cell foam material that prevents loss of the filtering material if the filter is turned upside-down during transport. The space (70) between the bottom of the retainer and the top of the ion exchange beads is less than the mass of the ion exchange beads, so if the water filter is turned over during transport, the charcoal grains and ion exchange beads will not mix. The housing of the filter forms a downwardly-facing ledge (71) at the top of the ion exchange material, to further avoid mixing during transport.



25. Anticipation/ Lack of Novelty (Section 25(1)(b) of the Patents Act) 25.1Opponents argument The Opponent referred to REP 1 cited in the representation which is entitled as “A water purifier cartridge and gravity feed water filter involving the same”. Further page 4 of REP 1 indicates that the invention disclosed in REP 1 avoids the limitations of conventional gravity filters. The Opponent therefore submitted that the usage of gravity water filters is well known in prior art. The Opponent further submitted that the pre-characterizing portion mentioned in the as filed claims as well as the amended claims of the impugned application is also known from REP 1. A comparative analysis of the water purifier cartridge provided in the impugned application vis-à-vis REP 1 is as provided below:
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1008/CHE/2006



IN195421 (281/CHE/2004)



Comments The difference between the two figures is



i.e. the sediment filter along with iron absorbing resin/iron removal media



Amended Claim 1: A water purification A water purifier cartridge for apparatus for household use in gravity feed water storage type which purification devices comprising: comprises: i) one top container (1) placed upon one bottom container (2) separated by a mid part (9) having -- first stage of sediment filtration consisting a particulate filter media (6) -- second stage of filtration a top filtration unit comprising consists of a sediment fitter a carbon block filtration unit comprising one means, a releasably secured sediment filter (10) held in sediment filter adapted to alignment with first stage of selectively externally surround filtration with the help of said carbon block without sediment filter support (11) contacting the latter; and provided with a carbon block filter unit (12) said bottom container a bottom filtration unit provided with a tap (15) for operatively connected to said dispensing purified water top filtration unit comprising a from the water purifier, said disinfection means, said water purifier comprising disinfection means and a two stages of purification means for the passage of system : treated water ahead thereof adopted to ensure contact there between the said water flowing from said top filtration unit with said disinfection means and post contact residual time 32



Same REP 1 contains a top filtration unit and a bottom filtration unit Not present



Same



Same components with same construction though 1008/CHE/2006 does not claim it in detail



to ensure desired purification during the passage of water there through. characterized in that the iron ---Not present removal media is fitted in the separate cartridge which is fitted to the container. Thus the alleged invention in the impugned application differs from REP 1 only in view of presence of an iron removal media along with a sediment filter prior to the iron remover media. 30. REP 1 relates to water purification device wherein the Applicant has in the background cited a large number of prior arts which provide information relating to the water purification apparatus available on the date of filing of REP1. 31.On page 4 of Rep 1, the applicant has referred to US5562824 and stated: US5562824 discloses a further gravity system wherein the purifier cartridge includes different chambers to accommodate variety of purifying media. US5922378----- refer to different versions of such pitcher purifiers, In all these systems, the purifier cartridge is placed between the two chambers and usually have activated carbon granules with other purifier media. Column 1 lines 19 to 25 of US5922378 i.e. REP2 refers to the usage of a combination of activated carbon and ion–exchange resin for purification of water. Further background discussion in REP5 refers to gravity filtration assemblies which help in removal of various contaminants including metals such as iron, copper, lead, manganese and aluminum. 32. It was therefore submitted that REP-1 teaches the entire pre-characterized portion. REP2 and REP5 which have been incorporated as prior art in REP1 refer to the usage of ion exchange resin in water purification as also the removal of iron from water using specific media. It is therefore submitted that the invention claimed in the impugned application is claimed in its entirety in REP1 when REP1 is read in conjunction with REP2 and REP5. Thus the invention claimed in the impugned application is anticipated and lacks novelty in view of REP1. 25.2 Case Laws for Anticipation a.In Order no. 81/2010, the Intellectual Property Appellate Board has defined novelty as below: 17. Therefore the novelty as per the leading case laws could be defined as below; Novelty: An invention shall be taken to be 33



1. New if it does not form part of the state of the art or the available prior art. 2. The state of the art in the case of an invention shall be taken to comprise all matter (whether a product, or a process, information about either, or anything else) which has at any time before the priority date of that invention been made available to the public (anywhere in the world) by written or oral description, by use or in any other way. 22. In General Tire‟s case [1972] RPC 457 at 485-486, Sachs, L.J summarized the law on anticipation by prior publication as follows: “To determine whether a Patentee‟s claim has been anticipated by an earlier publication it is necessary to compare the earlier publication with the Patentee‟s claim. The earlier publication must for this purpose, be interpreted as at the date of its publication, having regard to the relevant surrounding circumstances which then existed, and without regard to subsequent events. The Patentee‟s claim must similarly be construed as at its own date of publication having regard to the relevant surrounding circumstances then existing. If the earlier publication, so construed, discloses the same device as the device which the Patentee by his claim, so construed, asserts that he has invented, the Patentee‟s claim has been anticipated, but not otherwise.” The Opponent submitted that in the impugned application REP 1 has been cited as prior art. REP 1 in its background provides a glimpse of the surrounding knowledge prevalent at that time in relation to water purifier wherein REP 2 and REP5 provides the usage of ion exchange resins in the form of replaceable purifier cartridges to remove metal contaminants inclusive of iron. 25.3Case Laws for Anticipation by Incorporation by Reference b.Decision of the EPO Board of Appeals in case number T 0267/95- 3.3.5, the Keyword states: "Main request: Novelty (no); disclosure of a document containing a reference to another document" Bridging paragraph on page 7-8 states: “The Board agrees that it is only the actual content of a document which may destroy novelty and that it is not permissible to combine for this purpose separate items of prior art. However, in a case where there is a specific reference in a first prior art document to a second prior art document, the presence of such specific reference may make it permissible to consider a part or the whole of the disclosure of the second document as being part of the disclosure of the first document. Page 12 further states:
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The Board holds, therefore, that at least the ZSM-5 products prepared according to Examples 2 and 26 of D3 contain crystals within the claimed range. Further, as pointed out above, the disclosure of these products forms part of the relevant disclosure of D1. Consequently, the process according to Claim 1 of the main request of the patent in suit is not novel over the disclosure of D1, so that this request must fail. C.Decision of the EPO Board of Appeals in T 153/85 wherein the Keyword states: Novelty- construction of a single prior document in the light of a reference documentconfirmation of the principle of consideration of a citation in isolation. Further head note on page 2 states: IV. A prior document may on its proper construction (i.e. when its meaning to the skilled man is determined) incorporate part or all of a second prior document into its disclosure, by specific reference to the second document. Page 14 further states: In the present case on the proper construction of document (1) (the primary document), the method of preparation described in document (7) has been incorporated by reference into the disclosure of document (1). d. United States District Court For the District of Delaware in Sunovion Pharmaceuticals INC. v DEY PHARMA Civil Action No. 06-113-LPS on January 18, 2012 on page 7 states: For the foregoing reasons, the Court concludes that the GB '494 patent incorporates by reference the practical utility of the compounds described in the specification of the GB '886 patent, and that such material will be considered as a single reference for purposes of anticipation at trial. The Opponent submitted that in the instant case also, REP1 discloses a gravity fed water purifier. REP2 and REP5 which have been cited as prior art in REP1 refers to the usage of replaceable cartridges containing ion exchange resins for removal of iron. Thus the alleged invention as claimed in claim 1 of the impugned application is anticipated by REP1. 26. Submission by the Applicant Opponent states that Rep-1 relates to a water purifier in which a top filtration unit comprising a carbon block filtration means ,a releasable secured sediment filter adapted to selectively surround said carbonblock without contacting the latter, said carbon block filtration means and said sediment filter being secured with respect to a common base member for said top filtration unit, a perforated cap means adapted to cover said sediment filter and said carbon block thereunder and adapted to be releasably secured with respect to said base member; a bottom filtration unit 35



operatively connected to said top filtration unit comprising a disinfection means .said disinfection means and means for the passage of treated water ahead thereof adapted to ensure selective required contact there between the said water flowing from said top filtration unit with said disinfection means and post-contact residual time to ensure desired purification during the passage of water there, through, said disinfection means and means for the passage of the treated water ahead thereof secured with respect to a support member for said bottom filtration unit, an outer cover housing said bottom filtration unit adapted to releasably secure with respect to said support member of said bottom filtration unit. In this regard the applicant would also like to state that above features has not related to the alleged invention. There is no technical relation to compare the above features with alleged invention. But in this respect it can be stated that opponent is wrong. And the problem and solution of the alleged invention and Rep1 is different. The problem of the rep1 shows that “variety of water purifying means/systems are in use in the art, for effective purification it is mostly the online systems that are predominantly in use. While such online systems do serve the purpose of effective purification, it is obviously associated with system limitations requiring an effective online water supply and even additional aid in the form of pumps to force the water through the filter media to achieve desired flow rate. Moreover, such online systems are usually cost extensive and Involve complexities in the form of essential online supply of water with or without additional pumping means. The gravity based filters commonly used which do not essentially require such on line supply while being cost effective have problems of ineffective or insufficient purification or loss of flow rate due to blockage of filter means or involve regular replacement of filter media or complexities in maintenance for its effective use. All such problems have continued to limit the effectivetise of such gravity filters which otherwise could serve in a greater way to provide safe and healthy drinking water especially in locations where effective online supply is not readily available and /or cannot be afforded such as in remote rural locations.” 2 Regarding the citation Rep-2 , the opponent relied upon the rep-2 . Opponent states that “Most home water-filtration systems use a filter-cartridge containing either activated carbon or a combination of activated carbon and an ion-exchange resin. The activated carbon serves to filter out dirt and other impurities, while eliminating most of the chlorine present in the water. The ion-exchange resin removes positive ions such as calcium, thereby softening the water.”. The rep 2 states that “It is therefore the object of the present invention to provide a water filtration vessel of the type having an upper reservoir for receiving water, a lower reservoir for storing filtered water and a filter-retaining passageway connecting between said upper and said lower reservoirs, further comprising a dispenser, mounted in communication with said lower reservoir for controllably adding a prequantified amount of a comestible additive to said filtered water.” 36



It is clear from the above mentioned statement that the technical features of the invention (REP-2) lies on the dispenser includes a pump mechanism. This invention has no relation with invention of the alleged invention. The problem and it solution of the invention (Rep-2) is totally different from the alleged invention. In this respect it is also to noted that the description of the water filter as stated by a opponent in page 7 of the representation are totally wrong. Because the problem of the prior art of this invention ( Rep2) is quite different from the instant invention. The invention of the rep 2 does not teaching the removal of iron from water to make it portable by this resin which has been used in the impugned invention. There is so many ion exchange resin is available in the market. That cannot be the bar of the invention. The opponent is totally wrong and misleading because the document Rep3 and 4 is to provide “A cation exchange resin possessing an iminodiacetic acid group can selectively remove iron.” But the impugned invention has not use this type of resin. single stage iron adsorbing resin is used for removing dissolved form of Iron. In respect of the citation Rep5 , the invention of the citation states “Various of the foregoing objects, advantages and distinctions of the invention are found in a presently preferred assembly that provides covered filtration and storage chambers. Flanged edges of a conical filtration chamber are supported at a threaded rim of a transparent, molded plastic storage container. A spigot projects from the storage container and a cover retains the internal filtration chamber and filtration and purification cartridges to the storage container. Venting protrusions and bores at the flanged edges and rim vent the filtration chamber and storage container.” 26.1 The Learned agent for the applicant has submitted a comparative chart with the invention with the cited documents in order to prove that invention is not disclosed in the cited documents which are reproduced herewith for the sake of clarity.
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27. Conclusion I have given due consideration to the arguments put forward by the learned agent for the Opponent and submission provided by the learned agent for the applicant based on the originally filed claims. I have referred Manual of Patent office practice and procedure for Novelty (para 08.03.02). It is give that



On my observation, I could not able to find out all the features claimed in the present invention are disclosed in the same cited document provided by the Opponent(General Tire Rubber Co .v Fire stone Tyre and Rubber Co. Ltd (1972) RPC at 485-486) even after careful consideration on the arguments put forward by the learned agent for the Opponent.Inview of this I am inclined to accept the submission put forward by the learned agent for applicant that opponent have not fairly established the ground for lack of novelty. 28. Obvious/Lack of inventive step( Section 25(1)(e) of the Patents Act) 28.1Opponents argument The Learned agent for the Opponent submitted that Page 22 of the Reply statement states: The applicant use the “special removal media or cartridge” is used because the applicant has invented this cartridge which has not been disclosed in any prior art documents. The novelty and technical features of the impugned invention lies on this iron removal cartridge which is only invented by the applicant. Thus the Applicant has acknowledged that the inventive merit of the alleged invention lies in the usage of iron removal cartridge. It was therefore submitted that the scope of the alleged invention cannot be extended to claim a water 39



purification device especially when the water purification device per se has been claimed in REP 1. The absence of any further details with regard to the construction/components of iron removal media except for that it contains a single stage iron absorbing resin in the impugned specification makes it very difficult to comprehend the correct scope of the impugned application. Claim 1 which is a Jepson type claim, is characterized in providing an iron removal media/single iron absorbing resin for removal of iron from water. The specification also describes in detail the problems associate with presence of iron in water. Thus taking the problem-solution approach, the problem being the presence of iron in water, the solution would be to provide means to remove iron from water so as to match the IS standards which is mentioned on page 6 of the provisional specification and is reproduced here for ready reference. Water comes out from Iron Remover Cartridge meets the IS: 10500/1991 drinking water specification (0.3 mg/ltr max) as total iron. With reference to the above paragraph from the provisional specification, it was submitted that such a disclosure in the provisional specification point to the fact that effective means of removal of iron contamination from water was known in 1991 based on which the standards were identified. The above fact thus indicates that iron remover media which allegedly provides inventive merit to the claimed invention was used and known in 1991. The Opponent submits that based on such a background, the applicant is barred from reclaiming an invention which is priorly in use. The Opponent submitted that it is not known whether the iron remover media used in 1991 based on which the standards were determined and the alleged invention claimed in the present application are the same or different as the impugned specification is silent on the composition of the iron removal media or as to which iron absorbing resin is used therein. If it is the same material then the alleged invention is known and fails the patentability criteria. It was submitted that the background of the specification provides ample means of iron removal as also refers to prior art documents indicating that the removal of iron from water so as to match IS standards which is routinely followed in the water purification industry. Iron removal means as provided on page 4-5 of the as filed complete specification and page 7-9 of the amended specification, is as provided below:  Polyphosphate treatment wherein the polyphosphates react with dissolved iron by trapping them in a complex molecule thereby leading to iron removal;  Ion Exchange wherein the soluble iron gets exchanged for sodium ion an exchange resin or zeolite thereby leading to iron removal;  Greensand (Adsorptive/Oxidative) Filtration wherein soluble iron and manganese are pulled from solution and react with glauconite to form insoluble iron thereby leading to iron removal. 40



 Chemical (oxidation) plus filtration wherein strong oxidants are used to react with soluble iron so as to form precipitates, therby reading to iron removal.  Page 11 (of amended specification) refers to JP 2008221061 also refers to iron removal system.  Page 12 (of amended specification) refers to JPS59105887 for efficient removal of iron in waste water.  Page 12 (of amended specification) further refers to US5725759 wherein a system for removing iron from well water is described.  Page 13 (of amended specification) refers to US5180491 wherein an iron removal system for a drinking water supply is discussed.  Page 13 (of amended specification) further refers to Korngold. E [Desalination 1994), p-243-249] discusses the removal of iron from tap water at pH 6.0-7.3 with an ion exchange resin. It was submitted that the iron removal through ion exchange resin also forms one of the means of iron removal from water as is noted from the preceding paragraph. It is therefore submitted that the applicant has explicitly acknowledged that usage of iron removal media for removal of iron from water is well known and well documented in prior art. It was further submitted that the applicant through amended claim 7 intends to claim protection for removal of other contaminants from water even at the cost of diverting from the objective of providing water without any iron content thereby raising apprehensions relating to the actual inventive merit of the invention as also the scope of the invention. It was therefore submitted that the replacement of the essential characterizing technical feature of claim 1 i.e. the iron removal media with another contaminate removal cartridge amounts to claiming of a completely different water purifier and hence should not be allowed. It was further submitted that the very fact that claim 7 refers to the substitution of iron filters with other filtering means for different contaminants indicates that the usage of iron filter is restricted only to the removal of iron. The opponent submits that a layman person without any knowledge of water purification would also be able to indicate that removal of iron can be achieved only with the help of iron removal media. Thus the alleged apparent inventive feature of the applicant is akin to “Horses for Courses” which even a layman will be able to identify. It was further submitted that a skilled person will also be aware that such purification media if provided by sealing it in different cartridges/chambers then it would be beneficial and the same is also been known from the prior art. The Opponent further submitted that usage of ion exchange resin for removal of iron as well as its usage in gravity water filters is well known in prior art. With reference to para 6.9 to 6.13 of the representation, the Opponent submitted that:  REP 5 Column 1 last para states: 41



Although, gravity filtration assemblies of the foregoing types remove many undesired materials such as chlorine, various metals (e.g. iron, copper, lead, manganese and aluminum) and control bacteria at the filter. Column 1 line 60-62 state: A variety of plastic dispensing pitchers are also known which provide multiple chambers and support replaceable filtration cartridges. Column 2 lines 29-31 state: It is a further object of the invention to provide a water treatment assembly which contains separate filter and purifier cartridges. Further column 2 lines 46-48 state: It is a further object of the invention to provide a purifier cartridge which includes multiple GAC media beds, media for removing metals and chlorine--. Further column 7 lines 50-52 state: Depending upon the characteristics of the treatment water, the purifier cartridges 12, 70, 71, 72 and 73 can contain a variety of filtration, bacteriostatic and purification media. It was therefore submitted that the usage of attachment such as filtration cartridges for removal of different type of contaminants inclusive of iron contaminants is well known in prior art  REP 2 column 1 lines 19-21 state: Most home water-filtration systems use a filter-cartridge containing either activated carbon or a combination of activated carbon and an ion-exchange resin.-----The ion-exchange resin removes positive ions such as calcium, thereby softening the water.  SYBRON Chemicals Inc publication on or about April 2003 (REP 3) which refers to the usage of Lewatit Tp 207 wherein it is mentioned that Lewatit Tp 207 is a premium grade weakly acidic, macroporous-type ion exchange resin with chelating iminodiacetate groups for the selective removal of heavy metal cations from weakly acidic to weakly basic solutions. Divalent cations are removed from neutralized waters in the following order: Copper> vanadium> uranium> lead > nickel> zinc> cadmium> iron (divalent) > beryllium > manganese> calcium> manganese> strontium> barium > sodium.  REP 4 published in 1994 discloses method of iron removal from tap water by cation exchanger wherein the summary states that more than 90% of iron was removed by passing the water through newly available commercial ion-exchange resin (Lewatit Tp-207). Page 243 para 3 specifically states: The resin has a higher selectivity for the divalent iron present in the water at a low concentration (1-6 ppm) than for the calcium and magnesium present in the tap water--. The Opponent further referred to tables provided on page 247-248 wherein data relating to removal of iron from water using Lewatit Tp-207 is disclosed.
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The Opponent therefore submitted that use of gravity water purifiers is known from prior art, usage of purifier attachment/cartridge is also known from prior art, usage of ion exchange resin such as Lewatit TP-207 is also known from prior art. From the amended claim 1 read with amended claim 6 and claim 7, it is understood that the essential components of the alleged invention is a gravity feed water purifier to which a contaminant removal attachment based on the contaminant to be removed is provided. The Opponent further submitted that if claim1 is read in conjunction with claim 6 and in the absence of claim 7, then the sole essential feature is iron remover media which contains single iron absorbing resin. Resins for removal of iron from water is mentioned in REP2 and REP 5 and specifically mentioned in REP3 and REP4. If iron remover media containing iron absorbing resin provides inventive merit to the alleged invention then the specification/applicant should have provided details about the iron absorbing resin used in the impugned application as well as distinguishing feature of the present iron absorbing resin from the prior art, but no such details is provided in the specification. Even the background mentions many methods of iron removal and their disadvantages but the allegedly claimed invention fails to provide any distinguished features vis-à-vis those methods. The Opponent therefore submits that in the absence of such distinguishing features as well as details about the iron remover attachment, no technical advancement can be attributed to the alleged invention and hence the present invention lacks inventive merit. It was further submitted that Plain reading of the specification and claim 7 of the specification indicates that one needs contaminant specific resins for each specific contaminant like iron absorbing resin for iron removal, lead absorbing resin for lead removal, arsenic absorbing resin for removal of arsenic, calcium absorbing resin for removal of calcium. It is further submitted that in the expert affidavit, Dr. Samiran Mahapatra indicated that though the impugned application refers to the use of a single iron absorbing resin, the technology prevalent in the field of water purification involves the usage of cation exchange resins which helps in the removal of diverse contaminants. (Para7 and para 8 of Expert Evidence). It was therefore submitted that the invention allegedly claimed in claim 7 is obvious to a skilled person and lacks inventive merit. In the amended claim 1, the pre characterization portion indicates that iron remover media is filled in separate cartridge which is fitted to the container whereas in claim 1 filed with the complete specification, the pre characterization portion indicates that the single iron absorbing resin is placed below the particulate filter media. Further from figure 1 also it is noted that the iron absorbing resin is placed below the particulate media. With reference to paragraph 10 of the expert evidence, it was submitted that positioning of iron absorbing resin below particulate media is obvious, as a skilled person will be aware that if the iron absorbing resin is directly subjected 43



to untreated water, it may get loaded with particulate material which in turn would reduce the efficiency of the iron absorbing resin. With further reference to paragraph 11 of the expert evidence, it was submitted that irrespective of the positioning of the iron removal media in the water purifier, iron removal media is essentially going to take care of iron removal form water and thus the primary and sole objective of the applicant will be achieved. A skilled person with the sole objective of increasing the efficiency of the iron absorbing resin will place it after the particulate media. It is therefore submitted that no inventive step resides in the positioning of the iron removal media after the particulate media. Further with reference to US4978449 annexed herewith as EV1 and paragraph 12 of the expert evidence it was submitted that for a skilled person it would be clear that ion exchange material is always positioned between the preliminary filter and the activated carbon granules. It is submitted that ion exchange resin while removing iron cannot remove bacteria and therefore has to essentially pass through activated carbon to remove the bacteria. Thus a skilled person will be easily able to envisage the position of each and every component in the water purifier without which the performance of the water purifier is likely to suffer. It was therefore submitted that since the usage of iron removal media to remove iron from water and also the positioning of the iron removal media in the purifier is obvious as also well-known from prior documents, the introduction of an iron removal media does not require any technical ingenuity and hence does not provide any inventive merit to the alleged invention claimed in claim 1. With regards to amended claim 7, it was submitted that specification fails to disclose what reagents need to be used for removal of such contaminants whereas REP3 refers to the use of ion exchange resin such as Lewatit- TP-207 for removal of metal contaminants. In view of the above and in absence of any details relating to the contents of “specific contaminate removal cartridge”, no technical advancement can be asserted to amended claim 7 of the impugned application and hence amended claim 7 is obvious to a skilled person as also lacks inventive merit. Amended claim 8 relates to method for purifying water by using the apparatus as claimed in claim 1. The applicant has just described the components of water purifier as disclosed in claim 1 but has failed to disclose the manner in which the purification is carried out. It is therefore submitted that claim1 being obvious and lacking in inventive merit, claim 8 is also obvious and lacks in inventive merit. 28.2 Comparison with the closest prior art The Opponent further submitted that in the instant case REP 1 which is the applicant‟s own patent refers to a gravity feed water purifier. As acknowledged by the applicant in the provisional as well as the as filed complete specification, it is 44



understood that the present application provides an attachment which is also referred to as cartridge for the removal of iron contaminants or any other metal contaminants. The impugned patent application also refers to means for iron removal/ elimination of contaminants from water. The impugned patent application further provides disadvantages relating to the existing means of iron removal. So it was imperative that the applicant should have provided comparative tests in relation to the water purifier provided in the impugned application vis-à-vis the closest prior art i.e. REP 1, but the specification fails to provide any such comparison as also fails to provide the unexpected effect which the applicant believes to have achieved due to the alleged invention. Let alone comparative results, the impugned application even fails to provide details as to whether the claimed water purifier with iron remover attachment, actually removes the iron contaminants or any other metal contaminant which it claims to remove. In this context, the Applicant relies on the below cases to indicate that in the absence of such results/effects, the patent application is liable to be refused. 28.3 Case laws relating to comparison with the closest prior art a. EPO Board of Appeals T07/1761 4.5 It is established jurisprudence of the Boards of Appeal that some beneficial effects or advantageous properties, if appropriately demonstrated by means of truly comparable results, can in certain circumstances properly form a basis for the definition of the problem that the claimed invention sets out to solve and can, in principle, be regarded as an indication of inventive step. The only comparative tests suitable for this are, however, those which are concerned with the structurally closest state of the art to the invention, because it is only here that the factor of unexpectedness is to be sought (see T 181/82, OJ EPO 1984, 401, point 5 and T 955/96, point 5.10). ..... 4.5.2..............Hence, the experimental data relied upon by Appellant 2 do not provide a comparison with the prior art closest to the invention and thus cannot demonstrate any effect on catalyst activity. ----. 4.5.3 Furthermore, the experimental data of the patent in suit are not appropriate to demonstrate a causal link between the claimed contents of organic solvent and water plus hydrogen peroxide and the alleged improvement regarding catalyst deactivation. This is due not so much to the fact that there are not more examples in the patent in suit covering the claimed range, but to the fact that the criticality of the claimed upper and/or lower limits has not been demonstrated. ---------. In the absence of data, the claimed content of organic solvent as well as the claimed content of water plus hydrogen peroxide can only be considered to be an arbitrary choice which has not been shown to be decisive for an improvement with regard to the deactivation of the catalyst. 4.6 Since, according to the established jurisprudence of the Boards of Appeal, alleged but unsupported advantages cannot be taken into consideration in respect of the determination of the problem 45



underlying the invention (see decision T 20/81, OJ EPO 1982, 217, point 3 of the reasons), the objective problem to be solved in the light of documents (4) and (25) is the provision of an alternative process ----. 4.8 It then remains to be decided whether or not the proposed solution is obvious in view of the state of the art. ...... 4.8.1...................To arrive at the presently claimed batch process the person skilled in the art merely had to pick out one of the alternatives explicitly disclosed in document (4), namely neutralising the catalyst during the epoxidation reaction, and select a certain content of organic solvent and water plus hydrogen peroxide, to which the explicit examples already provide clear guidance. Without any surprising or unexpected effects, this represents merely an arbitrary choice made within the general teaching of document (4). Such an arbitrary choice is within the routine activity of the skilled person and does not require inventive skills. 4.8.2.........The contents of the organic solvent and water plus hydrogen is neither critical nor a purposive choice for solving the objective technical problem, since no surprising or unexpected effect has been shown to be associated with these particular contents. Picking out a combination of contents of organic solvents and water plus hydrogen peroxide, especially a combination that was already suggested in document (25), is within the routine activity of the skilled person faced with the problem of providing a mere alternative process for the preparation of 1,2-epoxypropane or 1,2-epoxy-3-chloropropane. b. In re Johnson 747 F.2d 1456 (Fed. Cir. 1984) 37. In In re Payne, 606 F.2d 303, 203 USPQ 245 (CCPA 1979), a case considering claimed pesticide compounds, the CCPA again addressed the use of comparative showings and again held that an applicant need not test compounds taught in every reference. "However, where an applicant tests less than all cited compounds, the test must be sufficient to permit a conclusion respecting the relative effectiveness of applicant's claimed compounds and the compounds of the closest prior art." Payne, 606 F.2d at 316, 203 USPQ at 256. See In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed.Cir.1984) ("an applicant relying on comparative tests to rebut a prima facie case of obviousness must compare his claimed invention to the closest prior art.") 38. Appellant's argument clearly cannot prevail in view of Holladay and Payne. Here appellant has neither established nor asserted that the teachings of Theissen are so parallel to those of Bayer that it has shown sufficient testing to permit a conclusion respecting the relative effectiveness of Johnson over Bayer. Appellant seems to think itself legally entitled to a patent issued in ignorance of that seemingly important fact. (Indeed in its argument before the board and in its disclosure, appellant insists that one cannot make generalizations concerning effectiveness because similar compounds may perform very differently.) Appellant seems to want the examiner and the board to put on blinders. Because the affidavit did not show relative effectiveness over all compounds of the closest prior art, the board 46



correctly held that the comparative showing did not provide an adequate basis to support a legal conclusion of unobviousness. c. EPO Board of Appeals T95/267 Keyword: "Auxiliary request: Inventive step (no); arbitrary selection" Auxilliary Request on obviousness- data- may or may not be used pg 14-15 ......The Respondent contested any effect of such differences on the performance of the catalyst. However, such an assertion is, in the absence of any support by evidence, in the present situation not sufficient for rebutting the Appellant's objections, since as a matter of principle comparisons must be such that it is convincingly shown that any effect has its origin solely in the distinguishing feature (see Case Law of the Boards of Appeal of the European Patent Office, 1986, Chapter I, D7.7.2). Consequently, there is in the present case no reliable evidence that the problem addressed by the Respondent has in fact been solved, so that it cannot be taken into account for the assessment of inventive step................. ..................... pg 16 As set out above, the selected range does not provide any effect which was hitherto unknown and unexpected. Further, in view of D8 to D10 a skilled person would have recognised that the crystal size of the ZSM-5 used in the examples of D1 was already of the same order of magnitude (see point 3 above). Picking out, within this order of magnitude, the particular range claimed, represents in the Board's judgment merely an arbitrary selection, which cannot involve an inventive step (see T 548/94 of 18 May 1998, reasons Nos. 2.5 and 2.6). Therefore, the Board concludes that the claimed process represents a hitherto undisclosed but obvious embodiment of the process disclosed in D1. The Opponent therefore submitted that in view of Applicant‟s failure to provide comparative tests vis-à-vis the closest prior art i.e. REP 1 as also failure to provide data in relation to its distinguishing feature as well as the failure to provide details about the unexpected affect achieved due to the allegedly claimed invention, the impugned patent application fails to satisfy the criteria of obviousness and inventive step an hence needs to be refused. 28.4 Case laws relating to obviousness/Lack of inventive step a. In Order no. 90/2010, the Intellectual Property Appellate Board has referred to the following cases to determine obviousness: 48. The test to ascertain whether an invention involves an inventive step is expressed in Halsbury Laws of England as: „was it for practical purposes obvious to the skilled worker, in the field concerned, in the state of knowledge existing at the date of the patent to be found in the literature then available to him, that he should or would make the invention the 47



subject of the claim concerned.‟ In other words, the question to be answered in determining inventive step is „Would a non-inventive mind have thought of the alleged invention?‟ If the answer is „no‟, then the invention is nonobvious. If the patent claimed merely includes the development of some existing trade, in the sense that it is a development as would suggest itself to an ordinary person skilled in the art, it would fail the test of non-obviousness. 51. Obviousness is question of fact which must be decided objectively always and while testing this question, all the relevant circumstances and the improvement provided or made in the invention should be taken into consideration. The correct conclusion may well depend upon the form and scope of the claim under consideration construed in the light of the relevant surrounding circumstances. In this connection, ruling made by Graham J. in L‟Oreal‟s application (1970) RPC 565 at 570 is referred to for clarity, wherein Graham J held that, “the mere putting up of two ingredients........the ingredients being intended to be mixed together to produce a known compound, cannot, prima facie amount to a manner of new manufacture. It can only be done so if some ground of non-obviousness of the proposal which it is permissible to take into account, is apparent or may well exist”. 52. In Conor vs Angiotech [2007] UKHL 49; [2008] RPC 28 at [42] Lord Hoffmann approved the following statement by Kitchin J in Generics (UK) Ltd v H Lundbeck A/S [2007] RPC 32 at [72]: "The question of obviousness must be considered on the facts of each case. The court must consider the weight to be attached to any particular factor in the light of all the relevant circumstances. These may include such matters as the motive to find a solution to the problem the patent addresses, the number and extent of the possible avenues of research, the effort involved in pursuing them and the expectation of success." 54. Lord Davey in Rickmann v. Thierry (1896) 14 Pat 105 said 'It is not enough, that the purpose is new or that there is novelty in the application, so that the article produced is in that sense new, but there must be novelty in the mode of application. By that, I understand that in adopting the old contrivance to the new purpose, there must be difficulties to be overcome, requiring what is called invention, or there must be some ingenuity in the mode of making adoption'.



Common general knowledge 59. A patent is to be taken to be addressed to the skilled addressee, someone skilled in the subject matter of the invention. The common general knowledge as described by Laddie J inRaychem Corp's Patents [1998] RPC 31 at 40, "The common general knowledge is the technical background of the notional man in the art against which the prior 48



art must be considered … It includes all that material in the field he is working in which he knows exists, which he would refer to as a matter of course if he cannot remember it and which he understands is generally regarded as sufficiently reliable to use as a foundation for further work or to help understand the pleaded prior art. This does not mean that everything on the shelf which is capable of being referred to without difficulty is common general knowledge nor does it mean that every word in a common text book is either. In the case of standard textbooks, it is likely that all or most of the main text will be common general knowledge." 60. The law as to what constitutes common general knowledge is also set out in the decisions of the Court of Appeal in General Tire & Rubber Co v Firestone Tyre & Rubber Co Ltd[1972] RPC 457 at 482-483 and Beloit Technologies Inc v Valmet Paper Machinery Inc [1997] RPC 489 at 494-495; In General Tire v Firestone [1972] RPC 457 at 482: it is held, 'on the other hand, common general knowledge is a different concept [sc. from public knowledge] derived from a commonsense approach to the practical question of what would in fact be known to an appropriately skilled addressee - the sort of man, good at his job, that could be found in real life.‟ 63. The analysis whether an invention is obvious in the light of the state of the art proceeds, therefore, on the basis of the individual citations, read alone in the light of the common general knowledge. An approach very frequently adopted is set out in the much-cited passage in the judgment of Court of Appeal in Windsurfing International v Tabur Marine [1985] RPC 59: 'There are, we think, four steps which require to be taken in answering the jury question. The first is to identify the inventive concept embodied in the patent in suit. Thereafter, the court has to assume the mantle of the normally skilled but unimaginative addressee in the art at the priority date and to impute to him what was, at that date, common general knowledge in the art in question. The third step is to identify what, if any, differences exist between the matter [forming part of the state of the art] and the alleged invention. Finally, the court has to ask itself whether, viewed without any knowledge of the alleged invention, those differences constitute steps which would have been obvious to the skilled man or whether they require any degree of invention.' 65. The approach of the EPO to the question of obviousness is highly structured. It has 3 stages: i) Determine the 'closest prior art'. Only the closest prior art may be relied on, for the reason that any argument of obviousness based on more distant prior art will necessarily be weaker. This limits the investigation of obviousness in a manner which is no doubt acceptable in what is, after all, 49



a body primarily concerned with granting patents, and refusing only those that it can be confident would not survive in the courts of the Contracting states, but it is not necessarily always compatible with the Convention, which requires the invention not to be obvious over 'the state of the art'. Thus a single reference is normally considered. ii) Establish the technical problem to be solved. The technical problem is ascertained by a study of the patent against the background of the closest prior art. The EPO requires every invention to be a solution to a technical problem which is to be ascertained from the specification itself, which ought to contain a statement of the problem. The problem must not be formulated ex post facto, nor in a manner that points towards the alleged invention. iii) Decide whether the solution to the problem provided by the claimed invention is obvious, starting from the closest prior art. In arriving at this decision, it is legitimate to take into account unpredictable advantages of the patented solution, but the advantages must be related to the distinguishing features of the invention, and must be possessed by everything falling within the claim. They are irrelevant in so-called 'oneway street' inventions, where the invention represents the way forward from the closest prior art that the skilled person would naturally adopt. 93. In Case number T 0069/83 - 3.3.1; Application number EP78101145 Bayer‟s case, it was held that “where, because of an essential part of the technical problem being addressed, the state of the art obliges a skilled person to adopt a certain solution, that solution is not automatically rendered inventive by the fact that it also unexpectedly solves part of the problem.” 95. BOARDS OF APPEAL OF THE EUROPEAN PATENT OFFICE in Case Number: T0355/97 - 3.3.1; Application Number: 88303825.9; NORAMCO, INC. Vs. Mallinckrodt Speciality Chemicals Company held that “if the Proprietor of the patent alleges the fact that the claimed invention improves a technical effect, then the burden of proof for that fact rests upon him. The unverifiable statement in the specification of the patent in suit that the technical effect is improved which is devoid of any corroborating evidence, does not discharge the Proprietor from his burden of proof with the consequence that the unsubstantiated allegation is not to be taken into account as an inventive step”. The Opponent submitted that in the impugned application also the applicant has stated that the alleged invention sought to provide iron removal means sans the disadvantages related with prior art technique, but the applicant has failed to provide corroborate evidence in this regard. b. In Order no. 208 of 2010, the Intellectual Property Appellate Board with reference to case laws for determining obviousness which is as follows:
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45. A patent will be invalid for lack of inventive step if the invention claimed in it was obvious to a person skilled in the art having regard to the state of the art at the priority date. In fact at the date of the patent, the UK „163 patent is already known to the public knowledge and the person skilled in the art is aware of the same. The Court of Appeal judgment in Windsurfing International Inc v Tabur Marine (Great Britain) Ltd [1985] RPC 59 has recently been re-stated by Jacob LJ in Pozzoli v BDMO SA [2007] EWCA Civ 588, [2007] FSR 37 at [23] as follows: "(1) (a) Identify the notional 'person skilled in the art'; (b)Identify the relevant common general knowledge of that person; (2)Identify the inventive concept of the claim in question or if that cannot readily be done, construe it; (3) Identify what, if any, differences exist between the matter cited as forming part of the 'state of the art' and the inventive concept of the claim or the claim as construed; (4) Viewed without any knowledge of the alleged invention as claimed, do those differences constitute steps which would have been obvious to the person skilled in the art or do they require any degree of invention?" 47. In Cadilla Pharmaceuticals Ltd. Vs. Instacare Laboratories Pvt. Ltd. (Supra), it was held that “Process that is realty in use for decades, cannot be held to be patentable so as to say that new process is unknown to the pharmaceutical world.” 48. Therefore, it is very clear, that if the respondent‟s process is found to be in use in the coir industry field for decades, no patent can be granted for any embellishments or other work shop improvements, as that process primarily lacks the inventive ingenuity and more so the processes known to the users in the field and also used or practiced in one form or the other. The Opponent submitted that in the impugned patent application, the Applicant has cited prior art documents which relate to the use of gravity feed water purifier (REP1), water purifiers using iron removal means such as ion exchange resins have also been cited in the background of the amended specification. Further different means of iron removal prevalent in prior art has also been disclosed in the impugned specification. Thus each and every feature in claim 1 including the characterizing portion is disclosed in prior art. Thus the allegedly claimed invention lacks inventive merit. 49. In AIR (1986) 1 SCC. 642 Monsanto Co. Vs. Coramandal Indag Products (P) Ltd, it was held, that, “a patent may be revoked, if the invention so far as claimed in any claim of the complete specification is obvious or does not involve any inventive step having regard to what was publicly known or publicly used in India…… The ingredients, the active ingredients the solvent and the emulsifier, were known; the process was known, the product was known and the use was known. The plaintiff’s were merely camouflaging a substance whose discovery was known through the world and trying to enfold it in their specification relating to the patent.” 51



50. In the instant case, process and product were already known to the Coir Industry field for decades. The contesting respondent could not prove as to which step of the process is new and what is his substantial contribution as the inventive ingenuity in the process. The Opponent submitted that in the impugned patent application also the applicant has failed to indicate what is his substantial contribution so as to state that it has inventive ingenuity. As per the applicant even the terms mentioned in the characterizing portion of claim 1 i.e. iron removal media/absorbing resin can be removed and replaced with another media. c.



EPO Board of Appeals T 249/97 Keyword: "Inventive step (no): aggregation of known measures with expected improvement" 4. It remains to be decided whether the solution as claimed is obvious to the person skilled in the art. 4.1 ------. Thus, when looking for a filter assembly with improved handling characteristics, the skilled person is led by the teaching of D1 to consider a filter material wherein the layer of melt-blown microfibrous mat is directly and coextensively deposited onto a porous layer of nonwoven fabric. 4.3 As is remarked by the respondent and not refuted by the appellant, there is no evidence on file that the inclusion of electrets would result in any effect beyond that foreseen in D5 (see letter dated 20 October 1997, page 4, paragraph 4). Furthermore, the appellant has not submitted that the characterising features interact with each other or with the other features stipulated in the same claim in an unexpected way. The Board, therefore, considers the subject-matter of claim 1 to be a mere aggregation of features known from D6, D1 and D5. 6. -----. The disclosure of D1 is, however, not restricted to the specific embodiments, which are merely to illustrate the teaching. The general teaching of D1 remains the reinforcement of a microfibrous web by direct bonding onto a non-woven fabric in order to make it more suitable as filter material and encompasses the provision of mats with lower basis weight (see point 4.1 above). Therefore, the skilled person does not have any reason for being deterred from applying this teaching with the aim of improving the handling characteristics of filter materials for vacuum cleaner bags. 9. For these reasons, the Board considers that the provision of a filter material according to claim 1 is an obvious solution to the technical problem mentioned in point 2 above. As a consequence, the main request is not allowable because the subject-matter of claim 1 does not involve an inventive step (Article 56 EPC).



d.



EPO Board of Appeals T 0737/07 Keyword: "Inventive step (no): obvious to try - no deterrent teaching in the art" 3. Inventive Step For deciding whether or not a claimed invention meets this criterion, the Boards of Appeal consistently apply the problem and solution approach, 52



which essentially involves identifying the closest prior art, determining in the light thereof the technical problem which the claimed invention addresses and successfully solves, and examining whether or not the claimed solution to this problem is obvious for the skilled person in view of the state of the art. 3.1 The Board considers, in agreement with the Examining Division and the Appellant, that the closest prior art is the disclosure of document (4). 3.4.1 The skilled person looking for an alternative to the bone-healing material disclosed in document (4) would turn its attention to document (6) which addresses the problem underlying the present application of providing bone-healing material.-----. In the Board's judgement, it was obvious to try to follow the avenue indicated in the state of the art with a reasonable expectation of success without involving any inventive ingenuity. 3.5.2 -----. However, when assessing inventive step it is not necessary to establish that the success of an envisaged solution of a technical problem was predictable with certainty. In order to render a solution obvious it is sufficient to establish that the skilled person would have followed the teaching of the prior art with a reasonable expectation of success (see decisions T 249/88, point 8 of the reasons; T 1053/93, point 5.14 of the reasons; neither published in OJ EPO). In the present case, the Board cannot agree with the Appellant's argument that due to some purported uncertainty about the predictability of success, the skilled person would not have contemplated incorporating bone-forming cells into the collagen membrane of document (4) in order to provide an alternative bone-healing material. The skilled person has a clear incentive from document (6) to do so (see point 3.4.1 supra). It was only necessary for him to confirm experimentally by routine work that incorporating bone-forming cells into the collagen membrane known from document (4) indeed results in an alternative bone-healing material, thus arriving at the claimed invention without inventive ingenuity. Nothing was submitted by the Appellant from which the Board could reasonably conclude that the skilled person has been deterred from following the straight teaching of the art. In the absence of substantiating facts and corroborating evidence, the Appellant's arguments do not convince the Board. 3.6 Therefore, in the Board's judgement, the subject-matter of claim 1 represents an obvious solution to the problem underlying the patent application. As a result, the Appellant's request is not allowable as the subject-matter of claim 1 lacks an inventive step pursuant to Article 56 EPC. The Opponent submitted that in the impugned application, REP1 provides details of gravity fed water purifier, REP3/ REP 4 provides the usage of commercially available ion exchange resin Lewatit TP-207 and REP2/REP5 indicates the use of such resins in water purifier. Claim 1 of the impugned application also seeks to provide a water purifier with an attachment for removal of iron/metal contaminant. The Applicant has provided no data in the specification to indicate why a skilled person will be deterred from using iron removal means for removal of iron from water, rather has
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acknowledged that such removal means are commonly employed in the water purification industry. The Opponent stated that the documents relied upon under the ground of obviousness/lack of inventive step and the case laws cited above have made it very evident that the subject matter of the claims are merely a combination of iron/contaminant removal attachment to a water purifier and do not provide any technical advancement over prior art as also it is obvious to a skilled person. It is stated that these claims ought to be rejected on this ground alone.



29.Submission by the Applicant The claimed invention satisfies both the technical advancement and economic significance whereas one is enough to establish the inventive merit of the claimed subject matter. As discussed above , the invention as now claimed is both novel and inventive over the cited documents by the opponent and claimed invention clearly has an industrial applicability. In that context the invention claimed in present claims 1clearly satisfy the section of 2.1.(j) of the Act in respect of novelty, inventive step and industrial applicability, after the amendments of the claims within the disclosure of the invention. The applicant would like to refer to some of the landmark decisions from the Indian and UK Case laws as to how the issue of “inventive step” of the patent claims should be considered and decided and the section 2.1.(j) of the prevailing Indian Patent Act significantly defines an “inventive step” in a manner from such established proposition of the law” 1. According to the one Indian case laws, it is stated that “Under the general law of patents, an invention, which consists of a small inventive step but having regard to the conditions of the art, constitutes a step forward, may be good subject- matter for a patent”.( Canadian general Electric Co. ltd Vs Fada Radio Ltd., AIR , 1930 PGI) 2. According the other Indian case law( Gillette industries Ltd, vs Yeshwant Bros.A.I.R., 1938, Bom. 347) it is stated “ The fact that the invention has attained a new result long sought fro constitutes the strongest evidence that prior knowledge did not in fact give an obvious clue to the invention”. 3. The other Indian case law ( Halsbury, 3rd edn, vol. 29, p-43 para96; FabwerkeHoechst vs Unichem Laboratories, AIR, 1969, BOM 255, p- 268) states that “An invention usually involves three stages; a) the definition of the problem to be solved, or the difficulty to be overcome; b) the choice of the general principle to be applied in solving the problem overcoming the difficulty and c) the choice of particular means to be used. 54



4. The one UK case law ( Lord Hiffman in biogen Inc vs Medeva Plc , 1997, RPC 1, p-34) states that “to what extent could it be shown that the whole or much of the commercial success was due to the technical merits of the development?” This case law states that “ if someone devises a way of solving the problem , his inventive step will be that solution , but not the goal itself or the general method of achieving it.” In this circumstances, with respect to the above case laws, the amended claims 18 of the alleged invention are novel as well as inventive over the prior art. 30 .Conclusion I have given due consideration to the arguments and submission put forward by the learned agent for the Opponent and submissions provided by the learned agents for the applicant. I have given due consideration to the following points put forward by the learned agent for the opponent along with supporting relevant case laws. (1) REP1 provides details of gravity fed water purifier, REP3/ REP 4 provides the usage of commercially available ion exchange resin Lewatit TP-207 and REP2/REP5 indicates the use of such resins in water purifier. (2) Claim 1 of the impugned application seeks to provide a water purifier with an attachment for removal of iron/metal contaminant. (3) Dr. Samiran Mahapatrain in his expert affidavit indicated that though the impugned application refers to the use of a single iron absorbing resin, the technology prevalent in the field of water purification involves the usage of cation exchange resins which helps in the removal of diverse contaminants. (Para7 and para 8 of Expert Evidence). It was therefore submitted that the invention allegedly claimed in claim 7 is obvious to a skilled person and lacks inventive merit. (4) Specification fails to provide any comparison and also fails to provide the unexpected effect which the applicant believes to have achieved due to the alleged invention. (5) Paragraph 11 of the expert evidence, it was submitted that irrespective of the positioning of the iron removal media in the water purifier, iron removal media is essentially going to take care of iron removal form water and thus the primary and sole objective of the applicant will be achieved. A skilled person with the sole objective of increasing the efficiency of the iron absorbing resin will place it after the particulate media. It is therefore submitted that no inventive step resides in the positioning of the iron removal media after the particulate media. (6) US4978449 annexed herewith as EV1 and paragraph 12 of the expert evidence it was submitted that for a skilled person it would be clear that ion exchange material is always positioned between the preliminary filter and the activated carbon granules. It is submitted that ion exchange resin while 55



removing iron cannot remove bacteria and therefore has to essentially pass through activated carbon to remove the bacteria. Thus a skilled person will be easily able to envisage the position of each and every component in the water purifier without which the performance of the water purifier is likely to suffer. (7) The argument put forward by the learned agent for the opponent that the documents relied upon under the ground of obviousness/lack of inventive step and the case laws cited above have made it very evident that the subject matter of the claims are merely a combination of iron/contaminant removal attachment to a water purifier and do not provide any technical advancement over prior art as also it is obvious to a skilled person. It is stated that these claims ought to be rejected on this ground alone. I find force in the arguments put forward by the learned agent for the opponent that with the teachings disclosed in the cited documents, it is obvious for a person skilled to arrive at the invention claimed in the present application and In view of this came to a conclusion that Opponent has succeeded in establishing this ground of lacking inventive step and this application for patent is liable to refused on this ground alone.



31.Not patentable under Section 3(f)( Section 25(1)(f) of the Patents Act) Opponents argument 1. The Learned agent for the opponent argued that with regard to Section 25(1)(f), the applicant has acknowledged that in view of the claim amendments the present invention satisfies the requirement of Section 2(1)(j) of the act. With regard to Section 3(f), the applicant in point 1.4.5 has stated that there is no duplication of device or mere arrangement or rearrangement of known device and cited two advantages of the alleged invention but has failed to provide any argument as to how introduction of an iron removal media in a water purifier does not amount to arrangement-rearrangement of the components of water purifier especially when iron removal media independently performs its sole function of removing iron and the other components independently perform their function of removing other impurities.



2.



Case laws relating to Section 3(f)



The Opponent referred to the below mentioned case laws Page 14 para 13 a.



In Order no. 67/2011, the Intellectual Property Appellate Board has stated:



Page 14 states:6. 1887 RPC 62 Williams v. NYE Patent.- Action for infringement – combination of the two old machines.- Want of subject matter.-invention .-invalidity.
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W. took out a patent for an improved mincing machine which was in effect a combination of a mincing machine and a filling machine, both of which were old. He brought an action for infringement against N. & Co who put in issue the validity of the patent on the ground that the alleged invention consisted simply in joining two wellknown machines, and was not subject matter.” Held at the trial that the patent was a combination of old things in the simplest possible manner, that there was not sufficient invention, and that the patent was invalid. The plaintiff appealed. Held affirming the judgement of the court below, that there was not sufficient invention to constitute subject matter. Page 15 para 14 states: It is submitted by the respondent that his scarf are well known and used by all and so is the cap. All that he has done is to stitch the cap and the muffler or scarf together. Any person who wanted to protect her face and hair would in fact have to wear the scarf and cap individually to achieve the same result. There is no doubt that the complete specification contains flowery language describing how the visual attraction will be enhanced, how the hair of the lady will be protected. But if the verbal jugglery is removed we are left with a cap stitched to a muffler and nothing more. This in fact, is merely a juxtaposition of known components i.e., cap and muffler working independently and such combination are not patentable under section 3 (f). Therefore, it is difficult to accept that this is an invention which deserves to be patented. Page 16 para 15 15. In re Johnson 747 F.2d 1456 (Fed.Cir.1984) the US court of appeal held that no patent can be granted if an invention is obvious when compared to the prior art. In the present case, the prior art is the respondent‟s own design which is identical to the patented invention. In Case No T 0956/05-3.3.02 all that the inventor had done was to bring together the two well known propellants to avoid oxygen damage, the court held that this does not amount or involve an inventive step. It is so in the present case, too. 15. In AIR 1982 SC 1444 the alleged invention the plaintiff had was means of mounting and holding metallic utensils for the purpose of turning before polishing. The Supreme Court held that the patented machine is no more than a workshop improvement. It is a mere collocation of more than one integer or things which does not qualify for the grant of patent. This decision squarely applies to the case on hand.
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16. In 1887 RPC 62 also the Court held that the cutting part which cut the meat and the filling part along with the metal screw by which the cut meat was filled was not an invention and that the patent applicant had simply taken a Gilbert and Nye‟s patent and substituted the Donald‟s improved cutter in the place of Gilbert‟s Cutters he had held that this was not entitled to patent. The IPAB had therein conclude on Page 17 para 18 that 18. Therefore, applying the above decisions and on facts, we find that the alleged invention lacks novelty and it is not patentable under section 3(f). It is obvious being merely a combination of known components working independent of each other. 3. The Opponent further referred to the below mentioned paragraphs in the provisional and complete specification. Page 2 of the Provisional specification states: This product is basically an attachment to the existing off-line, storage type water purifier. As the name indicates, the attachment is used in areas where iron content in drinking water is higher than the standard specified limits. Other than Iron removal contaminants like Arsenic, Lead, Fluoride, Nitrate, excess calcium, Magnesium etc., can also be removed by fixing a specific contaminant removal cartridge in place of iron remover cartridge; rest of the stages of sediment filtration will remain the same. Introduction part on page 2 of the as filed complete specification states that the invention relates to a water purifier with Iron remover attachment. The Introduction part further states: This invention also relates to an attachment for the existing storage water purifier which will remove chemical contaminants like --- from drinking water. Thus the applicant has acknowledged in the provisional specification as well as the as filed complete specification that the alleged invention claimed in the impugned application is basically an attachment to existing water storage purifiers and its presence or absence does not affect the functioning of the water purifier. 5. The Opponent further relied on the submissions made in the representation and in the preceding paragraphs and stated that the alleged invention falls under the mischief of Section 3(f) and hence is not patentable and hence needs to be refused in toto under section 25(1)(f).



32.Submission put forward by the Applicant The claimed invention satisfies both the technical advancement and economic significance whereas one is enough to establish the inventive merit of the claimed subject matter. There is no duplication of the known device or mere arrangement or re- arrangement of the known device. The iron removal media of 58



household storage water purifier is novel and inventive over the cited prior art. There are two advantages of the invention: First one is based on removal of iron of high iron containing water . The dissolved Iron present in water will start adsorbing & precipitating when passing through the media. The precipitate gets filtered and remains in the perforated cartridge of Iron Remover. Another is to benefit the user that the water comes out from Iron remover cartridge meats the IS:10500/1991 drinking water specification (0.3mg/ltr max) as total Iron. The applicant states and submits that any person having average skill in the art will be able to understand from the content of the complete specification accompanying the subject application as on record that improved result of the claimed invention. 33.Conclusion I have given due consideration to the arguments and submission put forward by the applicant along with the case laws and submission put forward by the learned agent for the applicant. On my findings, I could able to find that the case laws provided by the opponent is not fitting to the situation. What section 3(f) states that mere arrangement or rearrangement or duplication of known devices each functioning independently of one another in a known way. A water purifier with iron remover attachment for household storage type water purifier type water purifier (100) is an integral part of a device and “a single iron absorbing resin (7) is placed below the particulate filter media (6) for iron removal from water”. And intention of the applicant is presented as “First one is based on removal of iron of high iron containing water. The dissolved Iron present in water will start adsorbing & precipitating when passing through the media. The precipitate gets filtered and remains in the perforated cartridge of Iron Remover. Another is to benefit the user that the water comes out from Iron remover cartridge meets the IS:10500/1991 drinking water specification (0.3mg/ltr max) as total Iron”. I am not denying the fact that opponent has proved the fact that the invention lacks inventive step in accordance with section 2(1)(ja) of the Patents Act but in order to prove that the invention is not patentable in accordance with section 3(f), the opponent is duty bound to show that each components in the said device/apparatus are working independently . Here it is very clear that water is connecting factor between the components in the said device/apparatus and intention of the applicant to provide iron free water as per the prescribed regulations and the attachment is an integral part of the device which is working dependently on each components in the said device/apparatus and in view of this, I have concluded that opponent has failed to prove this ground. 59



34. Insufficiency [Section 25(1)(g)] Opponents argument Case laws to determine Insufficiency a. In Order no. 90/2010, the Intellectual Property Appellate Board has referred to the following cases to determine Insufficiency: 83. For example, in American Home Products Corporation v Novartis Pharmaceuticals UK Ltd [2001] RPC 159 the patentee claimed that the known drug rapamycin and any of its derivatives could be put to a new use. But the claim for such use of all derivatives was not enabled because only some derivatives could be so used and the specification did not enable the skilled man to identify which they were. The answer may well have been different if the claim was to a new process for making rapamycin and its derivatives or if rapamycin and its derivatives had been new products. The Opponent submitted that the Applicant has through amendment introduced the word “iron remover media” in the claims but has failed to provide details as to what the iron remover media is. If it is to be understood as a resin as indicated in as filed claim 1 and amended claim 5, then the applicant has in the impugned specification indicated the disadvantages related to the use of resins, but has failed to provide details to show how the resin used herein is different from the resins used in prior art. 87. The judgment of Buckley LJ in Valensi -v- British Radio Corporation [1973] RPC 337, were to this effect: "The hypothetical addressee is not a person of exceptional skill and knowledge,... he is not to be expected to exercise any invention nor any prolonged research, enquiry or experiment. He must, however, be prepared to display a reasonable degree of skill and common knowledge of the art in making trials and to correct obvious errors in the specification if a means of correcting them can readily be found. ... Further... it is not only inventive steps that cannot be required of the addressee. While the addressee must be taken as a person with a will to make the instructions work, he is not to be called upon to make a prolonged study of matters which present some initial difficulty: and, in particular, if there are actual errors in the specification - if the apparatus really will not work without departing from what is described - then, unless both the existence of the error and the way to correct it can quickly be discovered by an addressee of the degree of skill and knowledge which we envisage, the description is insufficient." The Opponent submitted that the impugned patent application refers to the iron remover attachment by different terminologies such as Iron remover media, iron absorbing resin. Further it refers to a container. Even there is lack of clarity as to whether the iron removal proceeds through adsorption or absorption. Further the 60



applicant has indicated the disadvantages related to the use of resins and yet has referred to use of resins for removal of iron in the impugned application. 89. Aldous J came to apply the law to the facts referring to "routine trials" and said that “normal routine matters that the skilled man would seek to do and would be able to do "Routine" is just the word I would have chosen myself to describe the sort of trial and error which has always been regarded as acceptable; and "routine trials" has the further advantage that it is a positive concept, which is easily understood and applied. ....If the trials are unusually arduous or prolonged, they would hardly be described as routine." The Opponent submitted that due to the ambiguity between the technique to be followed (adsorption or absorption) a skilled person will have to carry out prolonged experiments to determine the composition of the iron removal media. b. In Order no. 81/2010, the Intellectual Property Appellate Board with reference to case laws has defined the term “sufficiency of disclosure” as follows: 44. A patent will be insufficient if the specification does not disclose the invention clearly enough and completely enough for it to be performed by a person skilled in the art. By virtue of Section 64 (1) (h) & (i) of the Act, a patent may be revoked if it "does not disclose the invention clearly enough and completely enough for it to be performed by a person skilled in the art". It is fundamental to the validity of a patent that it not merely discloses a novel product or process, but that the disclosure should be "enabling": In this connection we refer to the House of Lords Judgment in Asahi Kasei Kogyo KK‟s Application [1991] RPC 485 where it is held that, “for matter to be capable of supporting an invention, . . . it must contain an „enabling disclosure‟, that is to say, it must disclose the invention in a way which will enable it to be performed by a person skilled in the art.” Lord Hoffmann explained referring to Biogen Inc. Vs. Medeva plc [1997] RPC 1 at 46 to 47, especially at 46 lines 45 to 50 that the purpose of the specification to be an enabling disclosure means, when they first came to be filed, was to disclose to the public the way that the invention could be performed, so that after the monopoly period ended, the invention could be performed by the public. Hence according to the Indian patent law, if the disclosure of a patent falls short of being enabling, i.e. if it does not satisfy the requirements of section 10(4) (a) &(b) and section 64(1)(h) & (i) of the Act, then it is invalid on grounds of insufficiency. It is necessary to distinguish between two types of insufficiency, although there can obviously be a degree of overlap between them, and although they both derive from the same principle. Insufficiency is of two types "classic insufficiency" and "Biogen insufficiency". Classic insufficiency arises where the teaching of the patent does not support that which the teaching specifically purports to deliver: A claim suffers from Biogen insufficiency if it is cast more widely than the teaching of the patent enables;
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45. Lord Hoffmann in Biogen [1997] RPC 1 at 50 line 39, held that “a patent would be insufficient on either basis if it cannot „deliver the goods‟ or, If the claim is cast more widely than the teaching justifies, the claim will be Biogen insufficient; if the claim on the face of it appears to be cast narrowly enough, it may nonetheless be classically insufficient if the teaching of the specification is not enabling.” 53. The term „sufficiency of disclosure‟ refers to adequacy of pertinent information to be provided in the complete specification to enable an average skilled person in the art to perform the invention. It is stated in Halsbury‟sLaw 3rd Edition, Vol.29. page 66, para 138 that insufficiency of description has two branches, 1. The complete specification must describe an embodiment of the invention claimed in each of the claims and that the description must be sufficient to enable those in the industry concerned to carry it into effect „without their making further inventions‟ and 2. That the description must be fair i.e. it must not be unnecessarily difficult to follow. 54. The description of invention is addressed to a person skilled in the art, who does his best to understand the invention and does not cast doubts on the scope of the invention. Hence it is always better to disclose the invention fully and clearly, succinctly without any ambiguity. In Press Metal Corporation limited Vs. Noshir Sorabji Pochkhannawallah, (1982) PTC, 256, Bombay HC, it was held that, “it is the duty of the patentee to state clearly and distinctly, the nature and limits of the invention what he claims in his specification. If the language used by the patentee is obscure and ambiguous, no patent can be granted and it is immaterial whether the obscurity in the language is due to design or carelessness or want of skill.” 56. Normally the characterization clause defines the inventive features of the invented device and the claims 2 to 4, is dependent on the claim 1. The claim 1 and claim 4, are equally silent about the constructional features or the features about providing the unitary endless band over the circular screen and it was mentioned that unitary endless band has first and second edge folded inwardly over the screen, but how the same is provided on the screen is not mentioned in the claims. The principal claim shall disclose all the relevant constructional features of the pizza screen. The claims lack in defining this particular feature. When the description supporting the claim is perused, it is seen in the description, the band 13 is described as unitary and endless band and it is a single piece and does not have any ends. But the description about the unitary endless band making is not mentioned anywhere in the specification and how the same can be folded at right angles without any wrinkles in it over the screen is not clear and the description is completely silent about this fact. How the band is made to be seamless is not clear, but it is mentioned as band may be formed by any known manufacturing method and when the unitary band is placed over or around the screen, it is mentioned that the edges may be folded by any 62



suitable method. These are all the important constructional features ought to be mentioned in the description of the specification. When every step is done by any known method and final product, the invented device is arrived at, and then main question comes as, “what is the novelty in this invention?” or “where lies the invention?” In fact the description is completely silent and the patentee had not described the invention fully and particularly in the complete specification, that is, the manufacturing details of the pizza screen is missing in the specification. In fact during the hearing, when the counsel was asked about the same, the counsel for the respondent mentioned that the folding is done by “hydraulic pressing following the pneumatic techniques”. But this fact is not mentioned anywhere in the whole description of the complete specification and the specification suffers from the insufficiency of description. That means the invention has neither been fully and clearly defined nor fully and particularly described in the complete specification. In the present case, the invention is described in an obscure and ambiguous language and on this ground, the patent is liable to be revoked as also the petitioner has established the ground of insufficiency of description of the invention, in addition to the fact that he had established the grounds of Novelty due to anticipation by prior publication, and anticipation by prior public use, lack of inventive step or invention is obvious to the person skilled in the art having the common general knowledge available at the date of the patent and lastly the ground of insufficiency of description about the invention in the complete specification. The patent specification is silent about this particular fact of folding technique of the unitary endless band around the screen, without any scintilla of evidence to prove or show as to how the folding or bending is achieved or effected. Hence we do find that there is clear amount of deficiency in the description and as per section 64 (h) & (i) of the Act, there is an insufficiency of description about the invention or the invention has not been fairly and fully disclosed in the specification. c. In Order no. 208 of 2010, the Intellectual Property Appellate Board with reference to case laws for determining insufficiency which is as follows: 53. ---Thus it shows that there is an inconsistent range values mentioned in the specification; the claims are not fully supported by proper description regarding dimension values or the parameter ranges chosen. In the absence of clearer description supporting the claims, the claims cannot be held to define fully the scope of the method of manufacture of coir mats. 57. In this instant case, the claim appears to be lacking definitive features, there is ambiguity or certain amount of vagueness in the features mentioned in few of the dependant claims. As per the case law, it is acceptable to refer to the body of the specification for more clarity. i.e., the description should be enabling to clearly clarify the doubts and remove the vagueness in the claims. But in this case, the description itself is silent about certain parameters which amounts to insufficiency in the description.
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58. Applying these findings given in various case laws, cited above, in this instant case, we notice that the claims 1, 3, 4 & 6 are not definitive enough to define the scope of the invention and they suffer from an unfair description, not well supporting the claims, resulting in ambiguity about the important parameters of operating values in a process claim. The rest of the claims are dependent ones on the principal claim and the principal claim itself is not fully defining the scope of the invention. That means the invention has neither been fully and clearly defined nor fully and particularly supported by necessary description in the complete specification. In the present case, the invention is described in an obscure and ambiguous language and on this ground, the patent is liable to be revoked as also the applicants have established the ground of insufficiency of description of the invention, in addition to the fact that they had established the grounds of Novelty due to anticipation by prior publication, lack of inventive step or invention is obvious to the person skilled in the art having the common general knowledge available at the date of the patent and lastly the ground of insufficiency of description about the invention in the complete specification. Hence we do find that there is clear amount of deficiency in the description and as per section 64 (h) & (i) of the Act, there is an insufficiency of description about the invention or the invention has not been fairly and fully disclosed in the specification. In view of the above case laws, we need to check whether the alleged invention claimed in the impugned patent is sufficiently enabled. 60. In reply to para 6.3 and 6.4 of the representation, the applicant has in paragraph 10 of the Reply Statement disclosed that the characterizing technical feature of the alleged invention mainly lies on iron removal cartridge in which the iron remover resin is sealed in a perforated cartridge and the whole cartridge is fixed to the bottom of the iron remover container. 61. With regard to Section 25(1)(g), the applicant in point 1.4.6 on page 22, the applicant has stated: The applicant use the “special removal media or cartridge” is used because the applicant has invented this cartridge which has not been disclosed in any prior art documents. The novelty and technical features of the impugned invention lies on this iron removal cartridge which is only invented by the applicant. It was submitted that the above statement clearly indicates that the applicant believes that the alleged invention of the impugned application lies only in the Iron removal cartridge which has been invented by them. Thus it was imperative that the applicant ought to provide complete details such as the construction and the components of the “Iron Removal cartridge”. A detailed perusal of the specification indicates that the specification only indicates that the cartridge contains “single stage iron absorbing resin”, but does not provide any further details as to what that resin is or as to the make of the Iron removal cartridge. 64



62. Though the specification indicates the iron removal media to be “single stage iron absorbing resin” the applicant has failed to disclose the contents/composition of the single stage iron absorbing resin leaving it to the skilled person to experiment and determine what that refers to. 63. The impugned specification also fails to provide any details relating to the perforated cartridge as also fails to clarify the manner in which the perforated cartridge is made. 64. Paragraph 13 of the reply statement further indicates that the apparatus of the water purifier is the Iron remover cartridge which is used to eliminate the iron from water. The said para indicates that after the dissolved iron is adsorbed on the media, the insoluble iron is trapped in sediment filter provided along with the resin. Amended claim 1 refers to first stage sediment filter unit, second stage sediment filter unit along with carbon granules and iron remover media in a separate cartridge. Thus amended claim 1 fails to indicate the placement/presence of the sediment filter along with the resin in the cartridge. 65. Paragraph 13 of the reply statement indicates that a float assembly forms a part of the water purifier claimed in the impugned application. Further Page 14-16, in para 1.4.1, the applicant has further reiterated that the float assembly of the alleged invention with its constructional features provide a unique water purifying apparatus which is novel and inventive. In paragraph 1.4.7, the applicant has indicated that it intends to claim protection for “A water purification apparatus with float assembly”. It is submitted that details of the float assembly have neither been provided in the as filed specification nor in the amended specification. 66. Amended claim 7 relates to the removal of other contaminants such arsenic, lead, fluoride, nitrates, calcium and magnesium but the impugned patent specification fails to provide even details about the media to be used for removal of such contaminants. 67. Amended claim 8 claims a method for purifying water by using the water purifying apparatus as claimed in claim 1 and the applicant has reiterated the same in page 5 para 12 of the reply statement. It is submitted that a method claim for iron removal from water ought to explain the manner/critical parameters which leads to iron removal from water and not recite the name of the different compartment/filters/chambers and the sequence in which they are present in the purifying apparatus. The Opponent submitted that the patent specification refers to the attachment as Iron remover media and also refers to it as single iron absorbing resin whereas under the heading “Detailed Description” it is stated:



65



While water passes through the iron remover cartridge the dissolved form of iron is adsorbed on the media and the residual undissolved iron is trapped in one more sediment filter provided along with the resin. -----The dissolved iron present in water will start adsorbing & precipitating. The precipitate gets filtered and remains in the perforated cartridge of iron remover. The Opponent submitted that adsorption and absorption are two different phenomena; adsorption is surface phenomena whereas absorption is a molecular phenomena.



The said difference can be represented through figures as follows:



The Opponent submitted that the impugned patent application (as filed as well as amended specification) lacks clarity as to whether the iron removal occurs through adsorption or absorption. With reference to the Reply Statement, the Opponent submitted that Paragraph 7 refers to Iron Remover Media whereas paragraph 9 refers to the usage of single iron absorbing resin. The opponent submitted that usage of different terminologies to refer to an essential element of the alleged invention gives an apprehension that they are different entities. The Opponent further submitted that amended claim 1 in its pre-characterizing portion states that iron remover media is filled in separate cartridge whereas amended claim 5 states that iron remover resin is sealed in perforated cartridge. In paragraph 10 of the Reply Statement with regards to claim 1, the applicant has stated that “the characterizing technical feature mainly lies on iron removal 66



cartridge in which the iron remover resin is sealed in a perforated cartridge and the whole cartridge is fixed to the bottom of the iron remover container.” Further in paragraph 11 with regards to Claim 7 which is dependent on claim 1 , it is stated: “contaminates like arsenic, lead, fluoride, nitrates, excess calcium, magnesium can also be removed by the water purifier by fixing a specific contaminate removal cartridge in place of the iron remover cartridge.” Though the applicant has stated that there is no contradiction or ambiguity between Claim 1 and claim 7, the Opponent respectfully submitted that both the claims cannot be valid at the same time because claim 7 being a dependent claim should encompass all the features of claim 1. In the instant application, the applicant instead of encompassing all the features into claim 1, has indicated that the essential feature of claim 1 i.e. iron remover media should be removed and replaced with another contaminate removal media. The Opponent submits that such a justification of the applicant clearly points to the fact that the alleged invention involves providing a contaminant/iron removal attachment to a water purifier and thus duly attracts Section 3(f). The opponent further submitted that if both the claims (Amended claim 1 and Amended claim 7) are valid, then it indicates that presence of iron remover media in the water purifier is not an essential requirement and the water purifier can work efficiently even in the absence of iron remover media. The Opponent therefore submitted that the alleged invention is eyewash and the applicant intends to claim a water purifier by mere addition of an attachment to a known water purifier. The Opponent submitted that the above fact clearly indicates that presence/addition of Iron Removal media to an already known water purifier cannot lend inventive merit to the claimed invention. The Opponent further referred to Page 7-9 of the Amended Specification wherein the Applicant has set out the existing methodology for the treatment of iron contaminated water such as Polyphosphate treatment, Ion Exchange, Greensand (Adsorptive/Oxidation Filtration), Chlorination (Oxidation) Plus Filtration and their disadvantages which are as mentioned below:  Polyphosphate treatment: Depending on type of polyphosphate used, water with 1 to 3 ppm can be adequately treated. The disadvantage is that polyphosphate is not stable at high temperature.  Ion Exchange: Disadvantage is precipitation by oxygen as some of the precipitates becomes tightly bound to the exchange resin and over time reduces the exchange capacity by plugging pores and blocking exchange sites.  Greensand (Adsorptive/Oxidation Filtration): Disadvantage is Insoluble iron gets build up in the sand filter due to which it must be removed by 67



backwashing and thus regular backwashing is essential for effective filter performance.  Chlorination (oxidation) plus filtration: Requires the use of strong oxidants. The Opponent submitted that though the Applicant has provided the disadvantages of existing iron removal methodologies in the specification, has failed to provide details about the iron removal method employed by the applicant in the alleged invention as also has failed to provide the manner in which the advantages of prior art have been overcome. Though the impugned specification refers to use of single iron absorbing resin as also adsorption of iron onto the media containing resin, no further details are provided as to what does the adsorbing/absorbing resin refers to and whether they are easily available in the market. It is submitted that in the absence of details about the resin to be used for iron removal, removal media to be used for other contaminants, as well as making the cartridge, a skilled person will have to do further search and experimentation so as to identify each of the aforesaid components. It is therefore submitted that the invention claimed in the impugned application does not sufficiently and clearly describe the invention or the method by which it is to be performed.



35. Written submission by the applicant The wrongful allegations of the opponent on the alleged ground of “insufficiency, as stated are emphatically denied by the applicant. The applicant submits that such wrongful allegations clearly prove that the opponent has not studied the specification of the subject application as on record thoroughly, or the contents thereof have not been understood by the opponent. It would appear clear to any person having average skill in the art, to whom the specification is addressed. The apparatus as claimed is well described in the specification The applicant has submitted the drawings with the reference numerals so that a person skilled in the art will not have any difficulty to understand the invention. The applicant has amended the specification within disclosure of the invention. The applicant states that a household storage for purifying water having a water removal media to eliminate the high iron in water. The special iron remover media is filled in the separate cartridge which is fitted to the container. There is a sediment filter which is also fitted into the container above the special media cartridge. The applicant use the “special removal media or cartridge” is used because the applicant has invented this cartridge which has not been disclosed in any prior art documents. The novelty and technical features of the impugned invention lies on this iron removal cartridge which is only invented by the applicant. In the above context this ground of inadequate disclosure taken by the opponent is totally baseless and without any merit. 68



36 .Conclusion I have given due consideration to the arguments and submissions put forward by the learned agent for the opponent and submissions put forward by the learned agent for the application. I have relied on the Following judgment‟s (1) In Press Metal Corporation limited Vs. Noshir Sorabji Pochkhannawallah, (1982) PTC, 256, Bombay HC, it was held that, “it is the duty of the patentee to state clearly and distinctly, the nature and limits of the invention what he claims in his specification. If the language used by the patentee is obscure and ambiguous, no patent can be granted and it is immaterial whether the obscurity in the language is due to design or carelessness or want of skill.” (2) In Order no. 81/2010, the Intellectual Property Appellate Board with reference to case laws has defined the term “sufficiency of disclosure” as follows: A patent will be insufficient if the specification does not disclose the invention clearly enough and completely enough for it to be performed by a person skilled in the art. By virtue of Section 64 (1) (h) & (i) of the Act, a patent may be revoked if it "does not disclose the invention clearly enough and completely enough for it to be performed by a person skilled in the art". It is fundamental to the validity of a patent that it not merely discloses a novel product or process, but that the disclosure should be "enabling". (3) In Order no. 208 of 2010, the Intellectual Property Appellate Board with reference to case laws for determining insufficiency which is as follows: Thus it shows that there is an inconsistent range values mentioned in the specification; the claims are not fully supported by proper description regarding dimension values or the parameter ranges chosen. In the absence of clearer description supporting the claims, the claims cannot be held to define fully the scope of the method of manufacture of coir mats. In this instant case, the claim appears to be lacking definitive features, there is ambiguity or certain amount of vagueness in the features mentioned in few of the dependant claims. As per the case law, it is acceptable to refer to the body of the specification for more clarity. i.e., the description should be enabling to clearly clarify the doubts and remove the vagueness in the claims. But in this case, the description itself is silent about certain parameters which amounts to insufficiency in the description. Closely watched following points put forward by the learned agent for the Opponent. (1) It was submitted that the above statement clearly indicates that the applicant believes that the alleged invention of the impugned application 69



lies only in the Iron removal cartridge which has been invented by them. Thus it was imperative that the applicant ought to provide complete details such as the construction and the components of the “Iron Removal cartridge”. A detailed perusal of the specification indicates that the specification only indicates that the cartridge contains “single stage iron absorbing resin”, but does not provide any further details as to what that resin is or as to the make of the Iron removal cartridge. (2) Though the specification indicates the iron removal media to be “single stage iron absorbing resin” the applicant has failed to disclose the contents/composition of the single stage iron absorbing resin leaving it to the skilled person to experiment and determine what that refers to. (3) The Opponent submitted that though the Applicant has provided the disadvantages of existing iron removal methodologies in the specification, has failed to provide details about the iron removal method employed by the applicant in the alleged invention as also has failed to provide the manner in which the advantages of prior art have been overcome. Though the impugned specification refers to use of single iron absorbing resin as also adsorption of iron onto the media containing resin, no further details are provided as to what does the adsorbing/absorbing resin refers to and whether they are easily available in the market. From the aforementioned findings along the case laws placed before me, I am convinced that opponent has succeeded in establishing the ground of insufficiency in disclosure and this application for patent is liable to be refused based on this ground alone.



Decision In view of the above findings and all the circumstances of the case, I hereby refuse to proceed with the application 1008/CHE/2006 in accordance with Section 15 of the Patents Act read with Section 25(1) of the Patents Act.



Dated this 9th day of June ,2015
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(M.AJITH) Assistant Controller of Patents& Designs



Copy to (1) M/s Suresh & Co. 11, Prabha Kunj, Plot no: 498, 24th Road, Khar (West), Mumbai-400052.



(2). M/s.S. Majumdar & Co 5, Harish Mukherjee Road, Kolkata-700025.
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