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Deferred Patent Examination



Dietmar Harhoff* Sept. 20th, 2011 - Preliminary and Incomplete



Abstract Patent applicants face uncertainty regarding the value of their inventions. New market and technology developments may lead applicants to withdraw the application without entering examination if they are given sufficient time for doing so. A look at a cross-section of national and regional patent systems shows that most systems are indeed deferred examination systems which lead to a substantial reduction of examination workload. The 1989 and 1996 policy reforms at CIPO, the Canadian Intellectual Property Office, are investigated to study the impact of deferred examination more closely. CIPO adopted a 7year deferment period in 1989 and went to a 5-year deferment system in 1996. The shortening of the deferment period from 7 to 5 years led to an increase in examination workload of 6.9%. A comparison of Canadian patent filings with USPTO and EPO equivalents shows that CIPO filings with ”late” examination requests frequently have equivalents with continuations at the USPTO or with divisional filings at the EPO. Each year of delay at CIPO is associated with a 3 percentage point increase in the likelihood of continuation activity at the USPTO. The results point to a possible double-dividend: deferred examination reduces examination workload directly (by inducing some applicants to drop out over time) and indirectly (by reducing incentives for filing divisionals or continuations).
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Figure 1. Grant Rates as Function of Deferment Period
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Figure 2. Monthly Grant Rate at CIPO
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Table 1. Timing of Patent Examination in Patent Systems Patent System Argentina Australia Austria Bulgaria Brazil Canada Canada China Colombia Czek Republic Ecuador France Germany EPO Spain Great Britain Hungary India Japan Japan Korea Luxemburg Malaysia Mexico Netherlands Peru Romania Serbia Russia Slovenia Thailand Turkey Taiwan USA



AR AU AT BG BR CA CA CN CO CZ EC FR DE EP ES GB HU IN JP JP KR LU MA MX NL PE RO RS RU SI TH TR TW US



Timing of Examination ER within 3 yrs of A ER within 5 yrs of A ER within 7 yrs of A ER within 13 months of A or P ER within 3 yrs of A ER within 5 yrs of A (after 09/30/1996) ER within 7 yrs of A (10/01/89-09/30/96) ER within 3 yrs of A ER within 6 months of P ER within 3 yrs of A ER within 6 months of P no substantive examination (examination by EPO) ER within 7 yrs of A ER within 6 months of PSR ER within 15 months of A ER within 6 months of PSR ER within 6 months of PSR ER within 3 yrs of A ER within 3 yrs of A (after Oct. 1st, 2001) ER within 7 yrs of A (prior to Oct. 1st, 2001) ER within 5 yrs of A RS within 7 yrs of A (examination by EPO) ER within 2 years after A (further deferment possible) automatic examination ER within 7 yrs of A (prior to 1995), no substantive examination (after 1995) ER within 6 months of P ER within 30 months of A ER within 6 months of A ER within 3 yrs of A ER within 3 yrs of A ER within 5 yrs of A ER within 15 months of P ER within 3 yrs of A automatic examination



Note: ER - examination request; A - application; P - priority date; PSR - publication of search report Source: Schade (2010)



Table 2. Applicant Choices and Examination Outcomes at CIPO, 1989-2002 Regime 1 Type of Filing patent filings with request for examination granted not granted (as of end 2010)



patent filings without request for examination (withdrawn filings) Total



Regime 2



Oct. 1st, 1989 Sep. 30th, 1996 141,781 67.0%



Oct. 1st, 1996 Dec. 31st, 2002 176,503 73.9%



94,540 47,241



93,106 83,397



44.7% 22.3%



39.0% 34.9%



69,769



33.0%



62,237



26.1%



211,550



100.0%



238,740



100.0%



Source: own computations from Inpadoc Legal Event and PATSTAT data.



Table 3a. Decision Lags by Type of Filing, CIPO Regime 1 (1989-1996) Decision lag (years) 1 2 3 4 5 6 7 timing unknown Total



28,861 14,188 6,690 4,422 3,845 3,149 33,369



30.5% 15.0% 7.1% 4.7% 4.1% 3.3% 35.3%



examination requested, not granted 11,158 23.6% 5,621 11.9% 2,431 5.1% 1,569 3.3% 1,539 3.3% 1,403 3.0% 23,506 49.8%



94,524



44.7%



47,227



examination requested, granted



22.3%



no examination requested (filing withdrawn) 0 0.0% 49 0.1% 12,766 18.3% 11,651 16.7% 11,709 16.8% 8,958 12.8% 7,556 10.8% 17,080 24.5% 69,769 33.0%



all filings 40,019 19,858 21,887 17,642 17,093 13,510 64,431 17,080 211,520



18.9% 9.4% 10.3% 8.3% 8.1% 6.4% 30.5% 8.1% 100.0%



Source: own computations from Inpadoc Legal Event and PATSTAT data.



Table 3b. Decision Lags by Filings Type, CIPO Regime 2 (1996-2002) Decision lag (years) 1 2 3 4 5 timing unknown Total



19,360 17,284 7,283 6,036 43,143



20.8% 18.6% 7.8% 6.5% 46.3%



examination requested, not granted 9,703 11.6% 12,493 15.0% 4,485 5.4% 3,920 4.7% 52,796 63.3%



93,106



39.0%



83,397



examination requested, granted



34.9%



no examination requested (filing withdrawn) 11 0.0% 111 0.2% 10,502 16.9% 13,162 21.1% 16,279 26.2% 22,172 35.6% 62,237 26.1%



Source: own computations from Inpadoc Legal Event and PATSTAT data.



all filings 29,074 29,888 22,270 23,118 112,218 22,172 238,740



12.2% 12.5% 9.3% 9.7% 47.0% 9.3% 100.0%



Table 4a. Examination Request Lags by Technological Area (Regime 2 - Oct. 1996-Dec. 2002)



Technological Area



1



Electrical & Energy Audiovisual Telecom IT Semiconductors Optical Analysis & Measurement Medical Technology Nuclear Technology Organic Chemistry Polymers Pharmaceuticals & Cosmetics Biotechnology Agric. & Foods Petroleum & Materials Chemistry Surface Technology Materials Chemical Engineering Materials Proc. & Textiles Handling & Printing Agric. & Food Proc. Machinery Environment MachineTools Motors Thermal Processes Mechanical Elements Transportation Space Techn./Weapons Consumer Goods Construction Technology



22.5 20.9 31.0 19.8 20.0 23.8 13.1 8.5 19.2 5.3 10.1 7.6 4.2 8.3 7.5 16.5 14.8 17.5 12.8 22.3 31.4 15.9 21.0 27.2 27.0 25.1 26.8 15.1 25.1 21.5 16.4



Total



Request for Examination Filed in Year … 2 3 4 5 14.9 16.0 17.1 21.2 18.5 16.3 16.4 18.0 14.1 15.1 15.0 16.5 15.7 17.1 23.9 17.2 16.6 16.8 18.6 17.7 14.6 16.8 15.8 16.2 17.7 15.3 15.5 19.3 17.8 14.9 16.9



6.1 6.5 6.1 7.8 6.8 8.2 6.8 6.5 7.0 4.9 5.4 5.7 5.6 8.3 6.5 6.8 7.0 6.2 8.1 7.2 6.6 7.0 8.6 8.8 7.4 6.8 7.0 6.8 7.9 8.9 6.7



5.2 6.1 5.1 5.5 4.8 5.3 5.6 5.0 4.5 5.3 5.9 5.2 4.8 5.8 5.1 4.9 7.3 5.9 6.2 6.4 6.0 6.6 7.0 5.7 6.1 6.6 6.4 5.9 6.4 6.7 5.7



51.4 50.6 40.8 45.8 50.0 46.6 58.1 62.1 55.2 69.5 63.6 65.1 69.8 60.5 57.0 54.5 54.4 53.6 54.3 46.4 41.5 53.7 47.6 42.1 41.8 46.2 44.3 52.9 42.7 48.0 54.4



N 7,997 2,777 14,149 7,642 925 3,440 12,149 12,753 355 12,437 6,524 17,008 7,738 2,574 5,444 2,738 3,720 6,002 6,053 6,875 2,328 1,052 3,340 2,870 1,916 3,875 5,310 731 7,805 7,452



175,979



Table 4b. Examination Request Lags* by Main Technological Area (Regime 2 - Oct. 1996-Dec. 2002)



Technological Area



1



Request for Examination Filed in Year … 2 3 4 5



25.3 17.4 12.4 17.1 7.8 16.7 19.1 17.3 25.0 16.0 23.4 16.4 Total 16.4 16.9 Note: Only cases with explicit dating of requests or withdrawals. Electrical Engineering Instruments Chemistry Process Engineering Mechanical Engineering Consumption & Construction



6.5 6.9 5.8 7.1 7.6 8.4 6.7



5.3 5.3 5.4 6.2 6.4 6.6 5.7



45.5 58.4 64.3 50.3 45.1 45.3 54.4



N 33,490 28,697 58,183 22,310 18,042 15,257



175,979



Table 5a. Incidence of CIPO Divisional Filings by Decision Year (Oct. 1st, 1989 - Sep. 30th, 1996) decision year 1 2 3 4 5 6 7 Total



without divisional with divisional 39,438 19,830 21,798 17,456 16,825 13,248 79,448 208,043



632 28 90 186 270 262 2,068 3,536



Total 1.6% 0.1% 0.4% 1.1% 1.6% 1.9% 2.5% 1.7%



40,070 19,858 21,888 17,642 17,095 13,510 81,516 211,579



Table 5b. Incidence of CIPO Divisional Filings by Decision Year (Oct. 1st, 1996-Dec. 31st, 2002) decision year 1 2 3 4 5 Total



without divisional with divisional 290,057 29,825 22,109 22,716 130,662 234,369



17 63 161 402 3,730 4,373



Total 0.0% 0.2% 0.7% 1.7% 2.8% 1.8%



290,074 29,888 22,270 23,118 134,392 238,742



Table 6. Probit Results – Incidence of Continuations among US Equivalents of CIPO Filings VARIABLES decision lag Observations log-likelihood chi-squared pseudo-r-squared dof observed probability in sample Wald (technology area dummies) VARIABLES decision lag Observations log-likelihood chi-squared pseudo-r-squared dof observed probability in sample Wald (technology area dummies)



(1) (2) Regime 1 Regime 1 0.0127*** 0.0187*** [0.000448] [0.000524] 138,504 100,509 74,936 56,671 808.2 1,270.0 0.0054 0.0111 1 1 0.234 0.257 no no



(3) Regime 1 0.00808*** [0.000460] 138,311 72,735 4,974.0 0.0331 30 0.234 p


(4) Regime 1 0.0126*** [0.000544] 100,343 54,898 4,614.0 0.0403 30 0.257 p


(1) Regime 2 0.0176*** [0.000707] 172,683 - 106,465 625.6 0.0029 1 0.309 no



(3) Regime 2 0.00956*** [0.000724] 172,198 - 102,990 7,047.0 0.0331 30 0.309 p


(4) Regime 2 0.0202*** [0.000832] 135,726 82,673 6,778.0 0.0394 30 0.330 p


Note: marginal effects, standard errors in brackets. *** p


(2) Regime 2 0.0298*** [0.000807] 136,122 85,598 1,381.0 0.0080 1 0.330 no



Table 7. Probit Results – Presence of Divisionals among EPO Equivalents of CIPO Filings VARIABLES decision lag Observations log-likelihood chi-squared pseudo-r-squared dof observed probability in sample Wald (technology area dummies)



(1) Regime 1



(2) Regime 1



(3) Regime 1



(4) Regime 1



0.00345*** [0.000230] 153,676 30,814 225.9 0.0037 1 0.051



0.00732*** [0.000300] 104,517 25,849 593.4 0.0113 1 0.069



0.00312*** [0.000227] 153,507 30,160 1,429.0 0.0231 30 0.051



0.00656*** [0.000301] 104,367 25,289 1,613.0 0.0309 30 0.069



no



no



p


p


(1) Regime 2



(2) Regime 2



(3) Regime 2



(4) Regime 2



0.00217*** [0.000395] 182,367 45,241 30.3 0.0003 1 0.068



0.0108*** [0.000500] 138,607 39,589 473.0 0.0059 1 0.084



0.00133*** [0.000392] 181,922 44,388 1,365.0 0.0151 30 0.068



0.00950*** [0.000499] 138,235 38,788 1,747.0 0.0220 30 0.083



VARIABLES decision lag Observations log-likelihood chi-squared pseudo-r-squared dof observed probability in sample Wald (technology area dummies)



Note: marginal effects, standard errors in brackets. *** p


no



no



p


p
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