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Selecting a Patent Attorney and Avoiding Invention Marketing Companies August 24, 2016



by David E. Rogers I. Considerations When Selecting a Patent Attorney. A. The Goal



The goal is to obtain a patent with valuable, broad claim scope. You want a patent potentially worth millions - not a worthless piece of paper framed on your wall collecting dust. Obtaining a patent is not an exercise in negotiating a “middle ground” with the United States Patent and Trademark Office (“USPTO”), and certainly not in unnecessarily conceding every argument to the USPTO and leaving valuable claim scope, and market potential, behind.



B. Is the Attorney a Patent Lawyer Licensed to Practice in the U.S. Patent Office? 



If not, find someone else.



C. Speak with the Attorney.



Before selecting an attorney, speak with the attorney to gauge his/her understanding of the patent rules and how to create a valuable patent. Does the attorney discuss broad claim scope? Know how to obtain it? Look online at the patents that the attorney prepared and prosecuted. Are they thorough? Well organized?



D. Who Will Do the Work?



Is the attorney with whom you speak, or a different attorney, going to prepare your application? Often senior attorneys work with junior attorneys, or other senior attorneys. If a different attorney will prepare your application, speak with him/her.



E. What is the Attorney’s Technical/Professional Background?



The attorney should have a technical or professional background that demonstrates he/she is qualified to understand your invention, and is able to prepare and prosecute an application that can mature into a strong patent.



F. Hourly Rates Versus Total Cost.



An attorney’s hourly rate is often irrelevant to the total cost to prepare a patent application, prosecute the application, and obtain a patent. What is relevant is quality and total cost. Many attorneys with higher hourly rates are more efficient than those with lower rates, and use lower-cost paralegals or other staff to perform routine tasks, such as filing, docketing, and reporting communications from the USPTO to you. When comparing costs, the total anticipated cost is the only relevant metric.



G. How Are USPTO Deadlines Tracked?



USPTO deadlines are often inflexible. If an attorney uses an appointment calendar for reminders, and has no specialized patent-docketing software, or docketing staff, you may be dealing with an operation that could miss dates, which could lead to a loss of rights.



H. What Resources Are Available?
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A one- or two-person shop may have difficulty juggling multiple obligations such as vacations, illnesses, family commitments, workload, and staying current on patent laws and USPTO procedure. Firms with more depth are better suited to cover multiple tasks and handle emergencies.
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I. Red Flags. 



When selecting a patent attorney, each of these issues should raise a red flag: 1. 



The attorney is not a patent attorney registered with the USPTO.



2. 



The importance of broad claim scope and how to obtain it is not discussed.



3. 



The attorney is overly anxious to push you into preparing a patent application.



4. 



The attorney is overly enthusiastic about the market potential for your invention. Patent attorneys are not marketing experts.



5. 



The estimated costs are extremely low, or difficult to understand.



6. 



The attorney does not explain what type of patent application, such as utility, design, or provisional, he/she will prepare.



7. 



The attorney pushes you towards filing a “low-cost” provisional application.



8. Prosecution of your application, and the associated costs, are not explained. Only the cost of preparing and filing the application is discussed. Prosecution costs are often more expensive than preparation and filing. 9. 



The attorney does not understand your invention. Whether the attorney has prepared applications for inventions in the exact same technical field as your invention is not important (and, if so, he/she may be legally disqualified from representing you). But, the attorney should at least have an understanding of your invention and how to protect it.



10. 



A review of patents prepared by the attorney on the USPTO site shows that they are difficult to understand, or use outdated constructs that could adversely impact your patent, such as including “objects” of the invention in the summary section, or a lengthy synopsis of others’ patents in the background section.







II. Avoiding Invention Marketing Companies.



Invention marketing companies are organizations that claim to be turn-key operations, allegedly assisting inventors in all aspects of getting an idea to market – from patenting to marketing to sales. They are not law firms, often have no expertise in the market for your invention, no contacts in that sector, and outsource patent services. Their “marketing” may be nothing more than providing you with form letters and general information about businesses obtained from public sources. Problems with invention marketing companies were so bad that in 1999 Congress enacted a law to curb the false expectations, improper selling techniques, and excessive prices they charged. The law requires invention marketing companies to disclose the following information: 1. 



The number of inventions evaluated by the Company in the past 5 years.



2. 



The number of the inventions evaluated by the Company that it turned down.



3. 



The number of inventors who contracted with the Company over the past 5 years.



4. The number of inventors who received a net financial profit as a direct result of the services provided by the Company.
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The number of inventors who received license agreements for their inventions as a direct result of the services provided by the Company. The name(s) and address(es) of the previous invention Companies with which the Company or its officers have been affiliated for the last ten years.



In addition to the above six items, ask any invention marketing company the following, and leave if you do not receive a straight answer: 1. 



What will be the total cost of the Company’s “advice” and “marketing assistance”? You should at least get an estimated range. Does the Company take a percentage of licensing or sales revenues in addition to the fees you are obligated to pay?



2. 



Can you select your own patent attorney? If not, why not? Can you meet with the patent attorney used by the Company? Can you review the attorney’s work on line? If not, why not?



3. 



What experience does the Company have marketing inventions in your field?



4. 



What will the Company do to contact potential buyers or licensees? Often, the Company does nothing more than provide you with a form letter and public list of businesses. The burden of contacting businesses and selling or licensing the invention falls on you.



5. 



Do you have an “invention” or merely an “idea”? If you only have a general idea, and do not know the physical structure, or operational parameters, in sufficient detail to teach others how to make and use the idea, you have not yet conceived an “invention” that can be patented. If you are being pushed into signing a contract without having a patentable “invention” – walk away.



Obtain this information, take it home, and think it over before signing a contract. The best advice is not to entrust the patenting of your invention to anyone other than a patent attorney with whom you deal directly. Also, be wary of people (often invention marketing companies) that contact you after your patent application publishes, or when your patent issues, offering to help you “market” the invention. If you respond to them at all, ask them the above questions.



III. Conclusion



Selecting a patent attorney should be based on your overall comfort with the attorney and his/her organization. Best to stay away from invention marketing companies, which may overcharge and under deliver.



David Rogers 602.382.6225 [email protected]



David Rogers practices patent, trademark, trade secret and unfair competition law, including litigation, patent and trademark preparation and prosecution; trademark oppositions, trademark cancellations and domain name disputes; and preparing manufacturing, consulting and technology contracts.



DENVER | LAS VEGAS | LOS ANGELES | LOS CABOS | ORANGE COUNT Y | PHOENIX | RENO | SALT LAKE CIT Y | TUCSON



























[image: Selecting a Patent Attorney and Avoiding Invention Marketing ...]
Selecting a Patent Attorney and Avoiding Invention Marketing ...












[image: Avoiding Green Marketing Myopia]
Avoiding Green Marketing Myopia












[image: Avoiding Green Marketing Myopia]
Avoiding Green Marketing Myopia












[image: The effect of patent laws on invention rates: Evidence ...]
The effect of patent laws on invention rates: Evidence ...












[image: Music selecting apparatus and method]
Music selecting apparatus and method












[image: 002 Selecting a domain and hosting.pdf]
002 Selecting a domain and hosting.pdf












[image: Selecting a Data Center Site: Intel's Approach]
Selecting a Data Center Site: Intel's Approach












[image: Selecting different protein representations and ...]
Selecting different protein representations and ...












[image: Selecting different protein representations and ...]
Selecting different protein representations and ...












[image: pdf-1827\lord-corporation-a-story-of-innovation-invention-and ...]
pdf-1827\lord-corporation-a-story-of-innovation-invention-and ...












[image: Innovation-Tournaments-Creating-And-Selecting-Exceptional ...]
Innovation-Tournaments-Creating-And-Selecting-Exceptional ...












[image: A model of collective invention]
A model of collective invention












[image: A model of collective invention]
A model of collective invention












[image: Avoiding the Death Risk of Avoiding a Dread Risk - Semantic Scholar]
Avoiding the Death Risk of Avoiding a Dread Risk - Semantic Scholar












[image: The effect of patent laws on invention rates: Evidence ... -]
The effect of patent laws on invention rates: Evidence ... -












[image: Core-selecting package auctions: a comment on ...]
Core-selecting package auctions: a comment on ...












[image: An Interactive Particle Swarm Optimisation for selecting a product ...]
An Interactive Particle Swarm Optimisation for selecting a product ...












[image: Statutory Invention Registration - SEFH]
Statutory Invention Registration - SEFH












[image: Selecting Seller DAME.pdf]
Selecting Seller DAME.pdf












[image: Selecting An Engineer.pdf]
Selecting An Engineer.pdf












[image: Avoiding Internet Surveillance.pdf]
Avoiding Internet Surveillance.pdf












[image: Statutory Invention Registration - SEFH]
Statutory Invention Registration - SEFH















Selecting a Patent Attorney and Avoiding Invention Marketing ...






Aug 24, 2016 - Invention Marketing Companies ... patent-docketing software, or docketing staff, you may be dealing with an operation that could miss dates, ... 






 Download PDF 



















 71KB Sizes
 0 Downloads
 167 Views








 Report























Recommend Documents







[image: alt]





Selecting a Patent Attorney and Avoiding Invention Marketing ... 

Aug 24, 2016 - Invention Marketing Companies ... patent-docketing software, or docketing staff, you may be dealing with an ... 10. A review of patents prepared by the attorney on the USPTO site shows that they are difficult to understand,.














[image: alt]





Avoiding Green Marketing Myopia 

or improved product performance.2 To avoid green marketing ... serving energy and/or resources and reduc- ... mote energy efficiency, renewable energy,.














[image: alt]





Avoiding Green Marketing Myopia 

a desirable benefit, such as cost-savings or improved .... to launch their own hybrids.21 However, .... napkins, coffee filters, computer paper, ..... â€”The Body Shop.














[image: alt]





The effect of patent laws on invention rates: Evidence ... 

Jun 4, 2008 - leads to higher growth rate, which is strongly rejected by data ... For example, the invention of jet engine went to both .... The procedure is to trim 15% of the sample period at both ends, and search for the largest F -statistic in th














[image: alt]





Music selecting apparatus and method 

Feb 25, 2009 - A degree of chord change is stored as data for each of a plurality of music ...... average value Mave of the characteristic values C1 to Cj for.














[image: alt]





002 Selecting a domain and hosting.pdf 

Loadingâ€¦ Page 1. Whoops! There was a problem loading more pages. 002 Selecting a domain and hosting.pdf. 002 Selecting a domain and hosting.pdf. Open.














[image: alt]





Selecting a Data Center Site: Intel's Approach 

quantitative analysis of factors and trade- offs can transform ... 1 Intel defines â€œdata centerâ€� as the following: A secured room used mainly to ... Building on their years of experience in constructing ..... university or IT training school, can














[image: alt]





Selecting different protein representations and ... 

Apr 7, 2010 - selects the best type of protein representation in a data-driven manner, ..... lection seems similar to the well-known idea of feature selection in data mining ..... Figure 3: Analysis of relative protein representation importance on th














[image: alt]





Selecting different protein representations and ... 

Apr 7, 2010 - Figure 3: Analysis of relative protein representation importance on ..... prot: web-based support vector machine software for functional classifica-.














[image: alt]





pdf-1827\lord-corporation-a-story-of-innovation-invention-and ... 

... apps below to open or edit this item. pdf-1827\lord-corporation-a-story-of-innovation-invention-and-learning-newcomen-publication-by-thomas-lord.pdf.














[image: alt]





Innovation-Tournaments-Creating-And-Selecting-Exceptional ... 

Download Eric Stanberry, Jr.; Jarrett Willi ebook file free of. charge and this ebook pdf found at Saturday 8th of December 2012 10:07:42 AM, Get a lot of Ebooks from our online library. related with Creating Opportunities .. Palms on: Amazon Kindle 














[image: alt]





A model of collective invention 

patents were filed in the 1800s, which were recognized as publications but were not financially .... that entrepreneurs can start important businesses on the basis of the new technology. ...... Number of entrant firms by year of first investment.














[image: alt]





A model of collective invention 

has several parallels to open source software development: Contributors ... airplane to provide support for an abstract model of open-source invention. ...... because of the progress it generates, then maybe actively recruiting others to join the.














[image: alt]





Avoiding the Death Risk of Avoiding a Dread Risk - Semantic Scholar 

Data on train travel, highway traffic, and fatal highway ... ropean Transport Safety Council, 2003). ... However, data from the highway authorities (DirecciÃ³n.














[image: alt]





The effect of patent laws on invention rates: Evidence ... - 

There has been surprisingly little statistical evidence about the effect of patent laws on invention rates in the literature. In this paper, two data sets of major invention counts for the US and 14 Western European countries during 1750â€“1950 and 1














[image: alt]





Core-selecting package auctions: a comment on ... 

Sep 26, 2009 - ... 75014 Paris, France e-mail: [email protected]. 123 .... The minimization program that characterizes the revenue of an. RMCS-auction is given ...














[image: alt]





An Interactive Particle Swarm Optimisation for selecting a product ... 

Abstract: A platform-based product development with mixed market-modular strategy ... applied to supply chain, product development and electrical economic ...














[image: alt]





Statutory Invention Registration - SEFH 

Jan 4, 2011 - method Which provides a retinal specialist or other medical professional With a ..... 6 and provides 50 Month 3 geilgz?ed. 6'89. 0'75. 109A'.














[image: alt]





Selecting Seller DAME.pdf 

Page 3 of 6. Selecting Seller DAME.pdf. Selecting Seller DAME.pdf. Open. Extract. Open with. Sign In. Main menu. Displaying Selecting Seller DAME.pdf.














[image: alt]





Selecting An Engineer.pdf 

Page 1 of 1. Selecting An Engineer.pdf. Selecting An Engineer.pdf. Open. Extract. Open with. Sign In. Main menu. Displaying Selecting An Engineer.pdf.














[image: alt]





Avoiding Internet Surveillance.pdf 

Page 1 of 22. Mga karaniwang sugat na maaaring maging kanser sa bibig. Frictional keratosis. Leukoplakia. Magaspang at maputing patse sa bahagi na.














[image: alt]





Statutory Invention Registration - SEFH 

Jan 4, 2011 - Total VISN (Veterans Integrated Service NetWork). 21 Drug Cost F timate (n = 572 pts). Drug and Dose Treat 20% X 1 yr Treat 50% X 1 yr Treat ...


























×
Report Selecting a Patent Attorney and Avoiding Invention Marketing ...





Your name




Email




Reason
-Select Reason-
Pornographic
Defamatory
Illegal/Unlawful
Spam
Other Terms Of Service Violation
File a copyright complaint





Description















Close
Save changes















×
Sign In






Email




Password







 Remember Password 
Forgot Password?




Sign In



















Information

	About Us
	Privacy Policy
	Terms and Service
	Copyright
	Contact Us





Follow us

	

 Facebook


	

 Twitter


	

 Google Plus







Newsletter























Copyright © 2024 P.PDFKUL.COM. All rights reserved.
















