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Understanding what makes you unique.®



Considerations When Creating Your Brand November 15, 2016



by David E. Rogers I. Conducting a Clearance Search



A clearance search is an investigation to determine whether a new trademark1 can be used without interfering with an existing, senior trademark. No matter how unique you think your new mark is, someone in the same, or a related, industry may be using a similar mark. The cost of a search, and analysis by an attorney, typically runs between $500 and $2,600 per mark. No search is perfect and not all senior users are reasonable. Even if you conduct a search and conclude all is clear, it is possible that a senior user may object to your use. Many businesses do not conduct clearance searches because they feel they are familiar with the market and a clearance search is unnecessary.



A.



Preliminary or Basic Searches



A preliminary, or basic, trademark clearance search is conducted in (a) the computer database of U.S. federal applications and registrations, and (b) a search engine, such as Google, to locate common-law users. Such a search can often be completed and analyzed within a few hours and usually costs about $500-$1,200 per mark, including attorney review. The cost varies depending upon the number of potentially conflicting marks located, and the complexity of the issues raised.



B. 



Full Searches



A full trademark clearance search is one that is purchased from a company that maintains its own specialized databases, or an in-house search run on those databases. A full search includes state registrations, federal applications and registrations, common-law marks, and business names. The search typically costs about $600, and attorney review of the search typically costs between $500 and $2,000, depending again upon the number of potentially conflicting marks located, and the complexity of the issues raised. A full search sometimes, but not always, identifies a potentially troublesome mark not located in a preliminary search. Designs or logos can only be effectively cleared via a full clearance search.







II. Marks Need Not Be Identical to Conflict







III. Checking Industry Records for Regulated Industries



A common misconception about trademarks is that a junior mark must be identical to a senior mark to create a conflict, and that changing a letter, or adding or deleting a word, from the junior mark can avoid conflict. The law does not allow a trademark owner’s rights to be so easily circumvented and employs a likelihood of confusion test to determine whether there is a conflict. As examples, “Somy” for electronics would likely be found to conflict with “Sony,”“Shevy” for automobiles would likely be found to conflict with “Chevy,” and “Google Squared” for internet searching software would likely be found to conflict with “Google.” If a mark is going to be used as a trade name, fictitious name, or corporate name in a regulated industry such as banking or insurance, the records of the appropriate agency responsible for registering such names should be searched and reviewed. An industry-records search usually costs about $500-$1000 per mark. Inform your attorney if you are in such an industry, or conduct the industry-records search yourself.



1 In this article, “trademark” refers to trademarks and service marks.
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IV. The Dominant Portion of a Mark. Marks consisting of multiple components such as a prefix and suffix, multiple words, or a word and a design (marks that include a word and design are sometimes called “composite marks”), may be considered to have a “dominant portion.” The “dominant” portion of a mark is the portion considered to be most recognizable by relevant consumers. If a mark has a dominant portion, infringement is more likely to be found if the dominant portion is copied. Determining whether a mark has a dominant portion, and what that is, is done on a case-by-case basis. Following are some general guidelines for determining a mark’s dominant portion: (1) 



Prefixes are more likely to be considered the dominant portion than a suffix.



(2) 



Unique (such as fanciful, arbitrary, or suggestive) portions of a mark are more likely to be considered dominant than descriptive or generic portions.



(3) 



The spoken, or word, portion of a mark is more likely to be considered dominant than a design portion.



(4) 



A portion set apart, such as by being in large, bold, or stylized font, is more likely to be considered dominant.



Examples of Dominant Portions of Trademarks “Delta” was found to be the dominant portion of “Delta Café” for restaurants. “Binion’s” was found to be the dominant portion of “Binion’s Roadhouse” for restaurants. “Synergie” was found to be the dominant portion of “Synergie Peel” for microderm abrasion devices. ”JM” was found to be the dominant portion of “JM Originals” for clothing.



V. Part Designations. The purpose of a trademark is to distinguish one seller’s goods/services from the goods/services of others. Part designations often do not function as trademarks because they distinguish a product/service of one supplier from other products/services of the same supplier. Part designations are also often functional; many indicate size, weight, color, durability, material, or other functional product/service characteristics. Companies that wish to protect a part designation as a trademark should include unique, non-functional aspects in the designation.



VI. The Family of Marks Doctrine. A “family” of marks (sometimes called “house” marks) is a group of marks having a common characteristic that consumers associate with one supplier. In determining whether a family exists, courts examine the amount and type of advertising of the family component, and the nature of the family component. Families usually consist of a common distinctive component followed by a descriptive or generic component. A well-known family of marks is the McDonalds “Mc” marks, which include McDonut, McPizza, McMuffin, McCafe, McNuggets, McGriddles, McChicken, and McRib.



VII. Conclusion When creating a brand, select a trademark that is relatively conflict free, defensible, and that meets your long-term marketing needs. Then you can effectively register, use, and enforce it.



David Rogers 602.382.6225 [email protected]



David Rogers practices patent, trademark, trade secret and unfair competition law, including litigation, patent and trademark preparation and prosecution; trademark oppositions, trademark cancellations and domain name disputes; and preparing manufacturing, consulting and technology contracts.



DENVER | LAS VEGAS | LOS ANGELES | LOS CABOS | ORANGE COUNT Y | PHOENIX | RENO | SALT LAKE CIT Y | TUCSON



























[image: Snell&Wilmer - JD Supra]
Snell&Wilmer - JD Supra












[image: Snell&Wilmer - JD Supra]
Snell&Wilmer - JD Supra












[image: Snell&Wilmer - JD Supra]
Snell&Wilmer - JD Supra












[image: Application of Rule 41(g) - JD Supra]
Application of Rule 41(g) - JD Supra












[image: Strategic Outside General Counsel Solutions - JD Supra]
Strategic Outside General Counsel Solutions - JD Supra












[image: Strategic Outside General Counsel Solutions - JD Supra]
Strategic Outside General Counsel Solutions - JD Supra












[image: Provisional Patent Applications Versus Utility Patent ... - JD Supra]
Provisional Patent Applications Versus Utility Patent ... - JD Supra












[image: Provisional Patent Applications Versus Utility Patent ... - JD Supra]
Provisional Patent Applications Versus Utility Patent ... - JD Supra












[image: Preparing to Defend a Section 337 Action: What District ... - JD Supra]
Preparing to Defend a Section 337 Action: What District ... - JD Supra












[image: JD Supra Recognizes Snell & Wilmer as the Top Firm with Readers in ...]
JD Supra Recognizes Snell & Wilmer as the Top Firm with Readers in ...












[image: JD Supra Recognizes Snell & Wilmer as the Top Firm with Readers in ...]
JD Supra Recognizes Snell & Wilmer as the Top Firm with Readers in ...












[image: JD 503a.pdf]
JD 503a.pdf












[image: JD February.pdf]
JD February.pdf












[image: JD February.pdf]
JD February.pdf












[image: G67 - Northwest Iberian supra-Mediterranean Quercus pyrenaica ...]
G67 - Northwest Iberian supra-Mediterranean Quercus pyrenaica ...












[image: JD 298.pdf]
JD 298.pdf












[image: JD 297.pdf]
JD 297.pdf












[image: JD - ALTERNATIVE LIVELIHOODS PROJECT MANAGER.pdf ...]
JD - ALTERNATIVE LIVELIHOODS PROJECT MANAGER.pdf ...












[image: Effecta Supra FI ohjekirja.PDF]
Effecta Supra FI ohjekirja.PDF












[image: JD ITPM Intern.pdf]
JD ITPM Intern.pdf












[image: JD Training Officer.pdf]
JD Training Officer.pdf












[image: JD 615.pdf]
JD 615.pdf












[image: JD 699.pdf]
JD 699.pdf















Snell&Wilmer - JD Supra






Nov 15, 2016 - Many businesses ... internet searching software would likely be found to conflict with â€œGoogle.â€� III. ... banking or insurance, the records of the appropriate agency responsible for registering such names should be searched and. 






 Download PDF 



















 63KB Sizes
 1 Downloads
 413 Views








 Report























Recommend Documents







[image: alt]





Snell&Wilmer - JD Supra 

Nov 15, 2016 - â€œapple pie a la modeâ€� is descriptive or generic of apple pie with ice cream. But, its acronym, â€œAPALM,â€� would likely be considered a fanciful, ...














[image: alt]





Snell&Wilmer - JD Supra 

Nov 15, 2016 - â€œapple pie a la modeâ€� is descriptive or generic of apple pie with ice cream. But, its acronym, â€œAPALM,â€� would likely be considered a fanciful, ...














[image: alt]





Snell&Wilmer - JD Supra 

Sep 19, 2016 - your business or project to you; (b) require a written disclosure to you of .... Failing to Claim Larger Devices or Systems in Which the Invention ...














[image: alt]





Application of Rule 41(g) - JD Supra 

Feb 7, 2014 - Application of Rule 41(g) in Response to Federal Search Warrants. BY CRAIG S. ... seize a company's books and records.1 The statute of.














[image: alt]





Strategic Outside General Counsel Solutions - JD Supra 

Nov 27, 2016 - Reprinted with the permission of the Orange County Business Journal ... customer marked-up our form contract), to the mundane (where do we put ... Outside General Counsel services offer clients access to an experienced.














[image: alt]





Strategic Outside General Counsel Solutions - JD Supra 

Nov 27, 2016 - the urgent (a lawsuit was just filed against the company), to the routine (a customer ... forward an email when legal issues arise by offering a predictable cost ... What types of legal issues are best suited for the Outside General.














[image: alt]





Provisional Patent Applications Versus Utility Patent ... - JD Supra 

May 11, 2017 - the USPTO, which conducts a prior art search and analysis to .... trademark oppositions, cancellations and domain name disputes; preparing ... is never published and is not publicly available unless (1) a U.S. utility application.














[image: alt]





Provisional Patent Applications Versus Utility Patent ... - JD Supra 

May 11, 2017 - Before filing, be careful to cull business- .... trademark oppositions, cancellations and domain name disputes; preparing manufacturing and.














[image: alt]





Preparing to Defend a Section 337 Action: What District ... - JD Supra 

and issued an Initial Determination.36 So, respondents seeking third party invalidity evidence ..... 19 C.F.R. Â§ 210.10(a)(1) (Commission shall determine whether.














[image: alt]





JD Supra Recognizes Snell & Wilmer as the Top Firm with Readers in ... 

Apr 7, 2017 - to stay abreast of the latest technologies, issues and legal challenges that businesses face. The 2017 Readers' Choice Awards reflect a deep ...














[image: alt]





JD Supra Recognizes Snell & Wilmer as the Top Firm with Readers in ... 

Apr 7, 2017 - In total, across all 34 categories, JD Supra recognized the ... 100 proprietary social feeds, on mobile platforms, to partner websites, and as news ...














[image: alt]





JD 503a.pdf 

Maintain appropriate, confidential records and provide timely reports. 10. Keep abreast of new information, innovative ideas and techniques. 11. See that school district policies are observed during all activities. 12. Obtain advance approval for all














[image: alt]





JD February.pdf 

Full Stack Lead Developer. Job Description ... Exposure to Machine Learning and Natural Language Processing. Likes travel ... Even better is if you love helping others improve their work too. Placement : Batam. Sent your CV. Subject Code :FSROR. To :














[image: alt]





JD February.pdf 

Perform maintenance and update to existing system as required. Speak English/Chinese. Past experience working in tech startup. Experience in Python. Exposure to Machine Learning and Natural Language Processing. Likes travel. Placement : Batam. Sent y














[image: alt]





G67 - Northwest Iberian supra-Mediterranean Quercus pyrenaica ... 

BAB III 15. PENUTUP 15. A. Kesimpulan 15. B. Saran 15. Whoops! There was a problem loading this page. Retrying... G67 - Northwest Iberian supra-Mediterranean Quercus pyrenaica-forests with Genista falcata.pdf. G67 - Northwest Iberian supra-Mediterran














[image: alt]





JD 298.pdf 

Center Manager. k. Provide Tier II support to DTA I personnel. l. Act as lead technician and point of contact for projects assigned by the. District Data Center ...














[image: alt]





JD 297.pdf 

Page 3 of 15. Tasked with inventing a social network,. we addressed the needs of long- distance relationships of all kinds! hakuna. Whoops! There was a problem loading this page. Retrying... JD 297.pdf. JD 297.pdf. Open. Extract. Open with. Sign In. 














[image: alt]





JD - ALTERNATIVE LIVELIHOODS PROJECT MANAGER.pdf ... 

to sensitise them to marine conservation and encourage their participation;. â€¢ Support the Programme Manager and Alternative Livelihood Officer, to expand the ...














[image: alt]





Effecta Supra FI ohjekirja.PDF 

There was a problem previewing this document. Retrying... Download. Connect more apps... Try one of the apps below to open or edit this item. Effecta Supra FI ...














[image: alt]





JD ITPM Intern.pdf 

processes. Responsibilities: 1. Technical. a. Coding: advisory per project & for template based solution. b. Hosting: Manage Webnam hosting. Advise customers.














[image: alt]





JD Training Officer.pdf 

Develop the training modules and work with the AHA Centre's relevant staff to. ensure the applicability and relevance of the training modules to accommodate. the needs of ASEAN Member States and the AHA Centre;. 3. Manage the technical arrangements o














[image: alt]





JD 615.pdf 

Must follow district guidelines for professional food service dress code. h. Must comply with state health and sanitation guidelines. i. Must be able to work with ...














[image: alt]





JD 699.pdf 

Page 1 of 2. JD699. Grounds Maintenance â€“ Seasonal Yard Worker. Job Description. Purpose: The Grounds Maintenance Seasonal Yard Worker maintains school. grounds in top condition to ensure full and productive use of district. facilities. To accompli


























×
Report Snell&Wilmer - JD Supra





Your name




Email




Reason
-Select Reason-
Pornographic
Defamatory
Illegal/Unlawful
Spam
Other Terms Of Service Violation
File a copyright complaint





Description















Close
Save changes















×
Sign In






Email




Password







 Remember Password 
Forgot Password?




Sign In



















Information

	About Us
	Privacy Policy
	Terms and Service
	Copyright
	Contact Us





Follow us

	

 Facebook


	

 Twitter


	

 Google Plus







Newsletter























Copyright © 2024 P.PDFKUL.COM. All rights reserved.
















