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UNITED STATES DISTRICT COURT FOR THE MIDDLE DISTRICT OF FLORIDA TAMPA DIVISION NEW JERSEY SPORTS PRODUCTIONS, INC. D/B/A MAIN EVENTS, a New Jersey corporation, Plaintiff, v. MAIN EVENT BOXING GYM LLC, a Florida Limited Liability Company, and



Case No. 8:17-cv-01794-CEH-JSS



Defendant,



JOSHUA A. WILLETT, an individual residing in the State of Florida, Defendant.



/



PLAINTIFF’S MEMORANDUM OF LAW IN OPPOSITION TO DEFENDANTS’ MOTION TO DISMISS OR IN THE ALTERNATIVE FOR SUMMARY JUDGMENT FOR FAILURE TO STATE A CLAIM Plaintiff New Jersey Sports Productions, Inc., through its undersigned counsel, hereby submits this memorandum of law in opposition to the motion by Defendants Main Event Boxing Gym, LLC and Joshua A. Willett to dismiss the Complaint in the above-styled civil action. PRELIMINARY STATEMENT Defendants’ motion demonstrates a fundamental misunderstanding about the purpose of a motion to dismiss a Complaint under Rule 12(b)(6) of the Federal Rules
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of Civil Procedure. The purpose of such a motion is neither to resolve contests surrounding the facts alleged in a Complaint, nor the merits of a claim or the applicability of defenses.



That, however, is precisely what Defendants seek to



accomplish through their motion. Rule 8(a)(2) of the Federal Rules of Civil Procedure requires only a short and plain statement of the claim that the pleader is entitled to relief in order to give a defendant fair notice of what the claim is and the grounds upon which it rests. See, Bell Atlantic Corp. v. Twombly, 550 U.S. 544 (2007). The standard on a 12(b)(6) motion is not whether a plaintiff will ultimately prevail on the theories set forth in the Complaint, but whether the allegation set forth in that pleading are sufficient to allow it to conduct discovery in an attempt to prove its allegations.



See, Jackson v.



Hospital Corp. of Am. Mideast, Ltd., 800 F.2d 1577, 1579 (11th Cir. 1986). To survive a motion to dismiss under Rule 12(b)(6), a plaintiff must only plead sufficient fact to state a claim that is “plausible on its face.” Ashcroft v. Uqbal, 556 U.S. 662, 679 (2009); Resnick v. AvMed, Inc., 693 F.3d 1317,1324-25 (11th Cir. 2012).1 All factual allegations in the Complaint must be accepted as true and all reasonable inferences are to be drawn in favor of the plaintiff. Speaker v. U.S. Dept. of Health & Human Servs. Ctrs. For Disease Control & Prevention, 623 F.3d 1371, 1379 (11th Cir. 2010); St. George v. Pinellas Cnty., 285 F.3d 1334, 1337 (11th Cir. 2002); see also, Murphy v. Federal Deposit Ins. Corp., 208 F.3d 959, 962 (11th Cir. 1



As noted in Iqbal: “A claim has facial plausibility when the plaintiff pleads factual content that allows the court to draw the reasonable inference that the defendant is liable for the misconduct alleged” and that plausibility standard only “asks for more than a sheer possibility that a defendant has acted unlawfully.” 556 U.S. at 678.
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2000) (noting that the Court must view the Complaint in the light must favorable to the plaintiff). The Defendants’ Rule 12 motion can be granted only if they have demonstrated that Plaintiff can prove no set of facts in support of its claim that would entitle it to relief under the federal Lanham Act. In that regard, Defendants have based their argument on the dual contention that: (1) Plaintiff’s asserted trademark is “generic;” and (2) Defendant Willett has not “individually” violated any of Plaintiff’s rights under the Lanham Act.2 As discussed below, both arguments lack merit. ARGUMENT I.



There Is No Evidence That Plaintiff’s Federally-Registered Mark Is, Or Has Become, An Unprotected “Generic” Term.



The essence of Defendants’ argument is that Plaintiff’s registered marks MAIN EVENT (with and without a design feature) are, or have become, “generic” and, therefore, are not subject to protection. Defendants make this claim without presenting a scintilla of evidence to support their argument. Instead, the Court is



2



Defendants do not argue that Plaintiff has failed to allege sufficient facts to state a cause of action for infringement and/or unfair competition under the federal Lanham Act. To the extent that Defendants argue (at pages 3-4 of their motion) that Plaintiff has alleged only a “likelihood” of confusion, rather than “actual” confusion, Defendants misinterpret the proof required from the Plaintiff under the Lanham Act. It has long been well-settled that a plaintiff, in order to state a claim for relief for infringement and/or unfair competition, is required to demonstrate only a “likelihood of confusion,” rather than any “actual confusion.” See, E. Remy Martin & Co. v. Shaw-Ross Int’l Imports, Inc., 756 th F.2d 1525, 1529 (11 Cir. 1985). Indeed, the Lanham Act expressly hinges liability for infringement on the use of a colorable imitation of a registered mark which is “likely to cause confusion” (emphasis added). See, 15 U.S.C. § 1114(a). Likewise, Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a) expressly states that any person who uses a term or word that is “likely to cause confusion” (emphasis added) as to the affiliation, connection or association with another person shall be liable in a civil action.
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presented with only the lawyer’s claim that the term “Main Event” [sic]3 has “become a common generalized phrase related to boxing and other events” and “is used to fairly describe a product or service as a main event, including boxing events.” Defendants’ Motion, at pp.5-6. Clearly, such conclusory arguments and musings on the part of counsel are insufficient to warrant dismissal of, or summary judgment on, a Complaint. Defendants’ argument that Plaintiff’s mark is generic is, of course, an affirmative defense for which they have the burden to both plead and prove. A motion to dismiss under Rule 12, however, is not intended to address the merits of affirmative defenses unless the affirmative defense clearly appears on the face of the Complaint—which is not the situation here. II.



Defendant Willett Is “Individually” Liable For The Acts And Conduct Of Defendant Main Event Boxing Gym, LLC.



Defendants argue that Defendant Willett cannot be held individually liable because Plaintiff “has not set forth any allegations that would indicate [that he] violated any trademark or service infringement or caused any unfair competition.” Defendants’ Motion, at p. 4.



This is plainly not true.



The allegations of the



Complaint were directed at both Willett and the LLC (see definition of “Defendants” in the opening paragraph of the Complaint) and Plaintiff specifically alleged that “Willet is the sole owner of Defendant MEBG (or holds virtually all the ownership



3



Plaintiff’s mark actually consists of the words “Main Events” in its plural form, rather than in the singular.
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interest in that company), and he actively supervises and is directly responsible for the day-to-day operations of that company.” Complaint, at ¶ 9. Plaintiff expressly alleged that Defendant Willett “has been (and is) actively and directly involved in the infringing conduct giving rise to the causes of action in this case.…” Complaint, at ¶ 32; see also, Complaint at ¶¶ 22-23. As this Court has correctly noted: “The Eleventh Circuit has explained: ‘Natural persons, as well as corporations, may be liable for trademark infringement under the Lanham Act’ if, as a business entity’s agent, an individual ‘actively caused the infringement, as a moving, conscious force’.” Lancaster v. Bottle Club, LLC, 123 U.S.P.Q.2d 1508, 1512, 2017 WL 3008434, (M.D. Fla., July 14, 2017), citing ADT LLC v. Alarm Prot. Tech. Fla., LLC, 646 F. Appx. 781, 787-88 (11th Cir. 2016). This Court added:



“Specifically, a corporate officer who directs, controls, ratifies,



participates in, or is the moving force behind the infringing activity, is personally liable for such infringement without regard to piercing the corporate veils.” Id., citing Babbit Elecs., Inc. v. Dynascan Corp., 38 F.3d 1161, 1184 (11th Cir. 1994). This is true whether the claim is under the federal Lanham Act or under Florida state law. Id. at p. 1514. Plaintiff has expressly alleged Defendant Willett’s direct involvement in the selection, adoption and continued use by Defendant Main Event Boxing Gym LLC. Accordingly, Defendants’ argument (at page 4 of their Motion) contending that “Willett cannot be individually liable for [the] business activity” of his LLC is simply without factual or legal merit.
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III.



Defendants’ Motion Should Be Denied Because It Improperly Requests The Court To Resolve Disputed Questions Of Fact.



Whether a mark is generic is ultimately one of fact. Hunt Masters, Inc. v. Landry’s Seafood Rest., Inc., 240 F.3d 251, 254 (4th Cir. 2001).



Moreover, the



question as to whether the public perceives a term as generic raises an issue of fact not appropriate for either a motion to dismiss or summary judgment. Soc’y of Fin. Exam’rs v. Nat’l Assoc. of Certified Fraud Examiners Inc., 51 F.3d 223, 227 (5th Cir. 1995); see also, McZeal v. Spring Nextel Corp., 501 F.3d 1354 (Fed. Cir. 2007); Courtenay Commc’ns Corp. v. Hall, 334 F.3d 210, 215 (2nd Cir. 2003). Likewise, the federal courts in this judicial circuit, including this court, have followed that same cautionary approach in reviewing motions to dismiss a trademark claim on the basis of “genericness.” Beachfront Realty, Inc. v. Beachfront International Realty, Inc., 2013 WL 12095166 (S.D. Fla. Dec, 13, 2013) (noting that the question of distinctiveness of a plaintiff’s mark was premature at the motion to dismiss stage); Ramos v. Hispanic Corporation On Historic Responsibility, 2008 WL 3540452 (M.D. Fla., August 12, 2008) (refusing to grant a motion to dismiss on the basis of defendant’s claim that the mark was “generic”). In view of the foregoing, Plaintiff submits that the Defendants’ motion is not only unsupported, it is clearly “premature” at this early stage of the proceedings. CONCLUSION Plaintiff has set forth a plausible claim for infringement and unfair competition under the federal Lanham Act and Florida common law.
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registered marks are presumed valid and the registrations attached to its Complaint are prima facie evidence that the mark is not generic in the eyes of the relevant public. See, 15 U.S.C. §§ 1057(b) and 1064(3). Likewise, any contention that the marks are merely descriptive is precluded under Park & Fly, 469 U.S. 189 (1985). Nevertheless, Defendants challenge not the sufficiency of the well-pleaded claims in the Complaint, but rather seek to assert affirmative defenses to those claims. This is not a proper function of a motion under Fed.R.Civ.P., Rule 12(b)(6). Accordingly, and for all of the reasons set forth herein, Plaintiff respectfully requests that the Court deny “Defendants’ Motion To Dismiss Or In The Alternative For Summary Judgment For Failure To State A Claim.”



Dated: September 18, 2017



Respectfully submitted, NEW JERSEY SPORTS PRODUCTIONS, INC. d/b/a MAIN EVENTS /s/ Samuel D. Littlepage SAMUEL D. LITTLEPAGE, ESQUIRE Trial counsel (Signed by Filing Attorney with permission of Non-filing Attorney) /s/ Melissa Alcantara MELISSA ALCANTARA, ESQUIRE DICKINSON WRIGHT PLLC International Square 1825 Eye St. N.W., Suite 900 Washington, D.C. 20006 Telephone: (202) 659-6920 Facsimile: (844) 670-6009
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Primary: [email protected] Secondary: [email protected] [email protected] Attorneys for Plaintiff -andAlice R. Huneycutt, Esquire Florida Bar No. 293105 STEARNS WEAVER MILLER WEISSLER ALHADEFF & SITTERSON, P. A. SunTrust Financial Centre, Suite 2200 401 E. Jackson Street (33602) Post Office Box 3299 Tampa, Florida 33601 Telephone: (813) 222-5031 Facsimile: (813) 222-5089 Primary: [email protected] Secondary: [email protected] Attorneys for Plaintiff
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Certificate of Service I hereby certify that on September 18, 2017, I electronically filed the foregoing with the Clerk of Court by using the CM/ECF system and caused the foregoing to be served upon counsel for Defendants via CM/ECF, as shown below: Cameron W. Brumbelow, Esq. Brumbelow Drechsel Law Group, P.A. 10261 Fourth Street North St. Petersburg, FL 33716 Tel. (727) 576-6262 Fax (727) 563-0703 Email: [email protected] Attorney for Defendants



/s/ Melissa Alcantara Melissa Alcantara, Esq. Dickinson Wright, PLLC International Square 1825 Eye St. N.W., Suite 900 Washington, D.C. 20006 Tel. (202) 457-0160 Fax (844) 670-6009 Email: [email protected] Attorney for Plaintiff
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